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89 Filed Apr 29 1949 

In the United States District Court 
District of Columbia 

Civil Action No. 1897-’49. 

Kimberly-Clark Corporation, Neenah, Wisconsin, 

Plaintiff, 

v. 

Lawrence C. Kingsland, in his Official Capacity as United 
States Commissioner of Patents, Defendant. 

Complaint—Trade Mark Issuance. 

The Parties. 

1. Plaintiff is a corporation duly organized under the 
laws of the State of Delaware and has its principal place 
of business in Neenah, Wisconsin. 

2. Defendant is the United States Commissioner of 
Patents. 

Jurisdiction. 

3. As to the jurisdiction of this court, Plaintiff alleges 
that this is a suit under Title 35, U. S. C., Section 63, and 
Title 15, U. S. C., Section 1071. 

4. As to venue, Plaintiff alleges that Defendant is a 
natural person having his official residence in the District 
of Columbia. He is sued in his official capacity as United 
States Commissioner of Patents. 

Statement of Claim. 

5. For many years and continuously to date, Plaintiff 
has been engaged in the manufacture of paper and paper 

products. 

90 6. Since on or about July 7, 1944, Plaintiff has 
used in interstate commerce, as a trade-mark to 

identify book papers manufactured and sold by Plaintiff, 
the words “A Product of Kimberly Clark Research”. 
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7. On or about May 16, 1946, Plaintiff filed in the United 
States Patent Office its application, Serial No. 502,219, 
under the Act of February 20, 1905, as amended, for regis¬ 
tration of its said trade-mark “A Product of Kimbbrly 
Clark Research” within a scroll border design, for book 
papers in Class 37, Paper and stationery. 

8. In said application, Serial No. 502,219, Plaintiff fled 
the following disclaimer: ‘‘ Without waiver of common law 
rights, or rights under other statutes, Applicant disclaims 
exclusive use, apart from the trade-mark herein showp, of 
the words ‘A Product of’, or the word ‘Research’, or the 
separate use of the surname ‘Kimberly’, or the separate use 
of the surname ‘Clark’. 

9. All of the requirements of the statutes of the I 
States and all lawful rules of the United States Patent 
now in force relating to the filing and prosecution of 
applications for trade-mark registration have been 
with. 

10. On or about June 11, 1948, the Examiner of 
Marks finally rejected said application and refused to 
ter Plaintiff’s said trade-mark under the Act of 1905 
ground that the names “Kimberly” and “Clark” 
nate the mark and are primarily surnames not 
tively displayed. 

11. From the said adverse decision of the Exai 
Trade-Marks, Plaintiff appealed to the Commissioned of 

Patents and duly complied with all the requirements 
91 of the United States statutes and all lawful rlules 
of the United States Patent Office relating to $uch 
appeal. 

12. After a hearing on said appeal, the Commissioned of 
Patents in the person of the Assistant Commissioner^ on 
November 12, 1948, affirmed the decision of the Examfner 
of Trade-Marks (79 USPQ 274). 

13. Plaintiff believes and alleges the fact to be that: 

(a) The primary purpose of the Trade-Mark Act of j.905 

was to record the existence of a right which had been pre¬ 
viously acquired under the common law. 
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(b) The “name” clause of the second proviso of Section 
5 of the Trade-Mark Act of 1905, under which the Patent 
Office rejected said application, standing alone, is broad 
enough to prevent the recording of all names of persons and 
corporations. 

(c) The final proviso of Section 5 of the Trade-Mark Act 
of 1905 excludes from the scope of the “name” clause of 
the second proviso a mark which is the name of applicant 
only. 

(d) Plaintiff’s said mark is an inherently valid common 
law mark; its registration is not prohibited by Section 5 
of the Trade-Mark Act of 1905, because it is the name of 
Plaintiff only and of no other person or concern. 

(e) Plaintiff’s said trade-mark, as limited by the dis¬ 
claimer, is registrable under the Trade-Mark Act of 1905. 

14. Plaintiff has not taken an appeal to the Court of Cus¬ 
toms and Patent Appeals from said decision of the Com¬ 
missioner of Patents dated November 12, 1948, in said 
application Serial No. 502,219. 

Demand for Judgment. 

15. Wherefore, Plaintiff demands that this Court order, 

adjudge and declare: 

92 (a) That Plaintiff is entitled according to law to 

have registered under the Trade-Mark Act of 1905 
its trade-mark “A Product of Kimberly Clark Research” 
with the disclaimer “Without waiver of common law rights, 
or rights under other statutes, Applicant disclaims exclu¬ 
sive use, apart from the trade-mark herein shown, of the 
words ‘A Product of’, or the word ‘Research’, or the sep¬ 
arate use of the surname ‘Kimberly’, or the separate use 
of the surname ‘Clark’ ” for book papers as specified in 
its application for registration, Serial No. 502,219, filed 
May 16, 1946, and to receive a Certificate of Registration 
for its said trade-mark to be issued to the Plaintiff in the 
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name of the United States of America and under the seal 
of the Patent Office and signed by the Commissioner of 
Patents in due form of law as provided by the statute. 

(b) That the Commissioner of Patents be authorized and 
directed pursuant to Title 35, U. S. C., Section 63, and 
Title 15, U. S. C., Section 1071, to register Plaintiff’s 
trade-mark in due form of law. 

Kimberly-Clark Corporate dn 


Washington, D. C. 
April 28,1949 


Washington, D. C. 
April 28,1949 

Chicago, Illinois 
April 6 , 1949 


Chicago, Illinois 
April 6 , 1949 


Cushman, Darby & Cushman 
730 Fifteenth Street, N. W. 
Washington 5, D. C- 

Cushman, Darby & Cushman 
Attorneys for Plaintiff 


C. Willard Hayes 
Of Counsel 


Cyril A. Soans 


Wm. E. Anderson 
Of Coimsel 

135 South LaSalle Street 
Chicago 3, Illinois 


93 Filed May 111949 

Answer to Complaint. 

To the Honorable the Judges of the United States District 
Court for the District of Columbia. 

1, 2, 3, 4. Defendant admits the allegations of para¬ 
graphs 1, 2, 3, and 4. 
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5. He is without knowledge or information sufficient to 
form a belief as to the truth of the allegation of para¬ 
graph 5. 

6 . He admits that in an application filed in the Patent 
Office by plaintiff for registration of the notation “A Pro¬ 
duct of Kimberly Clark Research” as a trade-mark 

94 for book papers plaintiff alleged that it had applied 
said mark to said goods in plaintiff’s business since 

July 7, 1944. 

7. He admits that on May 16, 1946 plaintiff filed in the 
Patent Office an application, Serial No. 502,219, under the 
Act of February 20, 1905 as amended, for registration of 
the notation “A Product of Kimberly Clark Research” 
within a scroll border design for hook papers in Class 37, 
Paper and Stationery. 

8 . He admits the allegation of paragraph 8. 

9. He admits that the filing of said application and prose¬ 
cution thereof have been in compliance with the formal re¬ 
quirements of law and the rules of the Patent Office. 

10. 11, 12. He admits the allegations of paragraphs 10, 
11 , and 12. 

13. He denies the allegations of paragraph 13. He states 
that plaintiff is not lawfully entitled to have said notation 
registered as a trade-mark under the Trade-Mark Act of 
February 20, 1905, for the reason that registration of said 
mark is prohibited by Section 5 of said Act (15 U. S. C. 84) 
as will more fully appear from the examiner’s Statement 
and the decision of the Assistant Commissioner, copies of 
which will be furnished at the trial. 

14. He admits the allegation of paragraph 14. 

95 15. Paragraph 15 constitutes plaintiff’s prayers to 
the Court which paragraph Defendant is not re¬ 
quired to answer. 

W . W. Cochran 

Solicitor, TJ. S. Patent Office, 
Attorney for Defendant . 
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96 Filed Dec 5 1949 

In the United States District Court 
District of Columbia 

Civil Action No. 5175-’49. 

Kimberly-Clark Corporation, Neenah, Wisconsin, 

Plaintiff, 

v. 

John A. Marzall, in His Official Capacity as Uniied 
States Commissioner of Patents, Defendant. 

Complaint re Trade Mark. 

The Parties. 

1 . Plaintiff is a corporation duly organized under the 
laws of the State of Delaware and has its principal place 
of business in Neenah, Wisconsin. 

2. Defendant is the United States Commissioner of 
Patents. 

Jurisdiction. 

3. As to the jurisdiction of this court, Plaintiff alleges 
that this is a suit under Title 35, U. S. C., Section 6^, and 
Title 15, U. S. C., Section 1071. 

4. As to venue, Plaintiff alleges that Defendant is a 
natural person having his official residence in the District 
of Columbia. He is sued in his official capacity as United 
States Commissioner of Patents. 

Statement op Claim. 

5. For many years and continuously to date, Plaintiff 
has been engaged in the manufacture of paper and paper 
products. 

6 . Since on or about the dates herein set forth, Plaintiff 
has continuously used in interstate commerce the name 

97 “Kimberly-Clark” as a trade-mark to identify the 
following goods manufactured and sold by Plaintiff: 




Printing Paper since October 22, 1872 
Tissue Strips since September 20, 1924 
Creped Paper Wadding since February 2,1927 
Resin Impregnated Wadding since May 27,1943 
Resin Impregnated Paper since June 26, 1945 

7. On or about December 19, 1947, Plaintiff filed in the 
United States Patent Office its application Serial No. 

544.877 for registration, on the Principal Register in 
accordance with the Act of July 5, 1946, of its said trade¬ 
mark “Kimberly-Clark” for printing paper, creped 
paper used for packing and other purposes, and wadding 
and tissue strips used as industrial absorbents and for 
other purposes for which cleaning tissues and the like may 
be used, in Class 37, Paper and stationery. 

8 . On or about December 19, 1947, Plaintiff filed in the 
United States Patent Office its application Serial No. 

544.878 for registration, on the Principal Register in 
accordance with the Act of July 5, 1946, of its said trade¬ 
mark “Kimberly-Clark” for paper and creped cellulose 
wadding both impregnated with resin plastic and intended 
for a variety of non-associated uses in Class 1, Raw or 
partly prepared materials. 

9. All of the requirements of the statutes of the United 
States and all lawful rules of the United States Patent 
Office now in force relating to the filing and prosecution of 
such applications for trade-mark registration have been 
complied with. 

10. On or about May 16, 1949, the Examiner of Trade- 
Marks finally rejected said application Serial No. 544,877 
and refused to register Plaintiff’s said trade-mark on the 
Principal Register in accordance with the Act of July 5, 
1946, on the ground that Applicant’s said mark is a com¬ 
bination of two surnames. 

98 11. On or about June 14, 1949, the Examiner of 

Trade-Marks finally rejected said application Serial 
No. 544,878 and refused to register Plaintiff’s said Trade¬ 
mark on the Principal Register in accordance with the Act 


of July 5, 1946, on the ground that Applicant’s said mark 
is a combination of two surnames. 

12. From the said adverse decisions of the Examined of 
Trade-Marks Plaintiff appealed to the Commissioned of 
Patents and duly complied with all the requirements of the 
United States statutes and all lawful rules of the United 
States Patent Office relating to such appeals. 

13. After a hearing on said appeals, the Commissioner 
of Patents in the person of the Assistant Commissioned on 
November 29, 1949, affirmed the decisions of the Examiner 
of Trade-Marks. 

14. The trade-mark “Kimberly-Clark” is not the name 
of any person, firm, or corporation other than Plaintiff. 

15. The trade-mark “Kimberly-Clark” is not primarily 
merely a surname, nor is it a surname. 

16. Said trade-mark “Kimberly-Clark” is an inherently 
valid common law trade-mark, and its registration is per¬ 
mitted on the Principal Register in accordance with the 
Trade-Mark Act of July 5, 1946, without reference to Sec¬ 
tion 2(f) of said Act, and its registration is not prohibited 
by the surname clause of Section 2(e) of said Act. 

17. Plaintiff has not taken an appeal to the Court of 
Customs and Patent Appeals from said decisions of ihe 
Commissioner of Patents. 

Demand for Judgment. 

18. Wherefore, Plaintiff demands that this Court order, 

adjudge and declare: 

99 (a) That Plaintiff is entitled according to law to 

have registered on the Principal Register in accord¬ 
ance with the Act of July 5,1946, without reference to Sec¬ 
tion 2(f) thereof, its trade-mark “Kimberly-Clark” as 
specified in its applications for registration in Classes 1 
and 37, and to receive a certificate or certificates of regis¬ 
tration for its said trade-mark to be issued to the Plaintiff 
in the name of the United States of America and under the 
seal of the Patent Office and signed by the Commissioner 
of Patents in due form of law as provided by the statute. 




(b) That the Commissioner of Patents be authorized and 
directed pursuant to Title 35, U.S.C., Section 63, and Title 
15, U. S. C., Section 1071, to register Plaintiff’s trade-mark 
in due form of law. 

Kjmbeely-Clare: Corporation 

Cushman, Darby & Cushman 
730 Fifteenth Street, N. W. 
Washington, 5, D. C. 

Cushman, Darby & Cushman 
Attorneys for Plaintiff 
C. Willard Hayes 
Of Counsel 

Washington, D. C. 

December 5, 1949 

Cyril A. Soans 
Wm. E. Anderson 
Of Counsel 

135 South LaSalle Street 
Chicago 3, Illinois 

Chicago, Illinois 
December 1, 1949 


100 Filed Dec 15 1949 

Answer to the Complaint. 

To the Honorable the Judges of the United States District 
Court for the District of Columbia. 

1 , 2, 3, 4, 5. The Defendant admits the allegations of par¬ 
agraphs 1 to 5, inclusive, of the complaint. 

6 . He is not informed, except by the complaint and the 
applications here involved, as to the allegation of para¬ 
graph 6. 

7, 8, 9, 10, 11, 12, 13. He admits the allegations of para¬ 
graphs 1 to 13, inclusive, of the complaint. 
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14, 15, 16. He denies the allegations of paragraph^ 14, 
15, and 16 of the complaint. 

17. He admits the allegation of paragraph 17 of the Com¬ 
plaint. 

101 Further Answering, the defendant states that 
the trade-marks involved in this action are not regis¬ 
trable to the plaintiff for the reasons given in the statements 
of the Examiner and decisions of the Assistant Commis¬ 
sioner in trade-mark applications Nos. 544,877 and 544,878. 
Profert of copies of said statements and decisions is 
hereby made. 

Still Further Answering, the defendant states tha^; the 
question as to the registrability of the trade-mark^ in¬ 
volved in this action under the Trade-Mark Act of 1905 is 
res judicata against the plaintiff by reason of the decision 
of the Assistant Commissioner in Ex Parte Kimberly- 
Clark Corporation, 79 USPQ 274, 617 0. (3% 941; and that 
the requirements of the Trade-Mark Acts of 1905 and 1946 
are not materially different so far as marks of the char¬ 
acter here involved are concerned. 

E. L. Reynolds 

Solicitor, TJ. S. Patent OfBce, 
Attorney for Defendant. 

#••••#••** 

103 Filed Dec 8 1950 

Opinion. 

This case is a consolidation of two separate causes of 
action filed by the plaintiff, a corporation organized under 
the laws of the State of Delaware, to authorize the Com¬ 
missioner of Patents to register plaintiff’s trade-mark in 
due form of law. Civil Action 1897-49 was filed by the 
plaintiff for registration of his mark under the Act of Feb¬ 
ruary 20, 1905, 15 U. S. C. Sec. 81-134, and Civil Action 
5175-49 seeks registration of the plaintiff’s mark unde^ the 
Act of July 5, 1946, 15 U. S. C. Sec. 1051-1127. Plaintiff’s 
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mark consists of the name Kimberly Clark, written both 
with and without a hyphen. The parties to the action have 
stipulated that the presence or absence of a hyphen would 
have no material bearing upon the issue. 

The Commissioner of Patents refused to register this 
mark under the Act of 1905 on the prohibition of the 
second proviso of Section 5, which prohibits the registra¬ 
tion of a “mark which consists merely in the name of an 
individual, firm, corporation, or association not written, 

printed * * * in some particular or distinctive manner 

* • • ?? 

• 

104 The Commissioner denied the petition under the 

Act of 1946 under the prohibition of Section 2, sub¬ 
section (e) (3), which prohibits registration of a mark 
which is primarily merely a surname. Plaintiff admits 
that his mark consists merely in the combination of the 
two names, and that they have not been written, printed, 
impressed or woven in some particular or distinctive man¬ 
ner or in association with any other word or device. It 
seems clear that the name Kimberly Clark thus falls within 
the prohibition of Section 5 of the 1905 Act, which pro¬ 
hibits registration of a mark which consists merely in the 
name of an individual, firm, corporation, or association 
not written, printed, impressed or woven in some particu¬ 
lar or distinctive manner. 

As to the Trade-Mark Act of 1946, plaintiff urges that 
his mark is not primarily merely a surname but consists 
of the combination of two surnames which have become 
identified to the trade as a source of certain types and 
qualities of paper products. Plaintiff introduced evidence 
which established a secondary meaning in the trade and 
which also established substantially exclusive and contin¬ 
uous use of this mark by the applicant in commerce for 
the five years next preceding the date of application. This 
of course qualifies the plaintiff’s mark for registration 
under Section 2 (f) of the Act, which provides: 


13 


“(f) Except as expressly excluded in subsections (a), 
(b), (c) and (d) of this section, nothing in this chapter 
shall prevent the registration of a mark used by the appli¬ 
cant which has become distinctive of the applicant’s goods 
in commerce. The Commissioner may accept as 

105 prima facie evidence that the mark has become dis¬ 
tinctive, as applied to the applicant’s goods ib com¬ 
merce, proof of substantially exclusive and continuoiis use 
thereof as a mark by the applicant in commerce fir the 
five years next preceding the date of the filing of the appli¬ 
cation for its registration.” 

However, plaintiff has for the purposes of this actmn re¬ 
fused a registration under Section 2(f) and seeks a regis¬ 
tration under Section 2 (e) of the Act. The problerq then 
is whether the combination of the two surnames, Kimberly 
Clark, falls within the prohibition of Section 2(e)(3), 
which prohibits registration of a mark which is primarily 
merely a surname. 

The two basic purposes of trade-mark registration are 
to protect the consumer from misrepresentation as to the 
source of a product and on the other hand to protebt the 
owner of the mark in the reputation and good will which 
have grown up with its use. It is not entirely clear from 
the wording of Section 2(e)(3) that Congress meant to 
exclude only a mark which consists of one surname or 
whether it intended this prohibition to extend to two sur¬ 
names used in combination. The interpretation of a, stat¬ 
ute when the meaning is not clear should be determined by 
the spirit of the statute as a whole as well as the intent of 
Congress as evidenced by the legislative history. ‘ Inas¬ 
much as the Court cannot escape the consequence that its 
determination will affect the meaning of the statute, it 
would appear to be a more appropriate exercise df the 
judicial function if the Court would face the difficult task, 
and at the risk of being wrong, determine as best it can 
what the legislature intended. If the Court decides 

106 incorrectly, the legislature may at succeeding ses- 
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sions correct the error. If it decides correctly, it 
will have saved the expense and burden of the legislative 
process and will have given judicial relief to those who 
were in the beginning entitled to it.” Sutherland, Statu¬ 
tory Construction, 3 Ed. Horack, Sec. 4503. 

In Senate Report No. 1333, May 14, 1946. the following 
statement is found: 

“There is no essential difference between trade-mark 
infringement and what is loosely called unfair competition. 
Unfair competition is the genus of which trade-mark in¬ 
fringement is one of the species; ‘the law of trade-marks 
is but a part of the broader law of unfair competition ’. 
(United Drug Co. v. Rectanus, 248 U. S. 90, 97). # * • 
This bill attempts to accomplish these various things: * * * 
3. To modernize the trade-mark statutes so that they will 
conform to legitimate present day practice.” 

The spirit and the intent of the entire Act indicate that 
Congress intended to codify the law of unfair competition 
in regard to the use of personal names as it has been devel¬ 
oped by the courts. The development of this law in regard 
to the acquisition of rights in a person’s name is shown 
by the collection of cases in Oppenheim, Cases and Mate¬ 
rials on Unfair Trade Practices, 1950, pp. 165-167, 202-221. 
At common law it was held that everv man had an absolute 

a/ 

right to use his own name. “A man’s name is his own 
property and he has the same right to its use and enjoy¬ 
ment as he has to any other species of property”; Brown 
Chemical Company v. Meyer, 139 U. S. 540; ¥m. A. 
Rogers, Ltd. v. International Silver Co., 30 App. D. C. 97; 
Thaddeus Davids Co. v. Davids, 233 U. S. 641; provided 
that in such use of his own name he perpetuates no 
107 false representations. The latest cases on the use 
of an individual name also recognize the duty of the 
newcomer to distinguish the use of his name so as to pre¬ 
vent confusion and misrepresentation. See Oppenheim, 
supra. 
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The words “primarily merely” are the controlling wotds 
of Section 2 (e)(3), and must be interpreted in a manner 
consistent with the development of case law on unfair com¬ 
petition. These words indicate that Congress intended to 
exclude marks the dominant characteristics of which iras 
to be found in a surname. For if the dominant character¬ 
istic of the mark was something other than a surname 
itself, the user’s right to exclusive use has been well estab- 
lished bj the cases on secondary meaning and was recog¬ 
nized by Congress as early as the 1905 Act in the section, 
which permitted registration of a name which was written 
in a distinctive manner. The printed reports of the ex¬ 
tensive hearings which were held on this bill reveal nothing 
specific in regard to the application of Section 2 (e) (3) 
to the facts of this particular case. 1 

Plaintiff has cited to the Court several cases in which 
the Commissioner of Patents has registered marks consist¬ 
ing of a combination of two words, which words appear in 
various telephone directories as surnames. Plaintiff cifes 
the following registrations; 

108 

Fort-Pitt Reg. No. 518,307 December 6, 1949 

Brier Rose Reg. No. 518,402 December 6, 1^49 

Rich-Field Reg. No. 518,478 December 6, 1949 

Queen Ellesson Reg. No. 518,675 December 13, 1949 

King Ellesson Reg. No. 518,676 December 13, 1949 

Winter Wonder Reg. No. 518,756 December 13, 1^49 

Pearltone Reg. No. 518,941 December 20, 1^49 

Mount Vernon Reg. No. 519,002 December 

Wonderball Reg. No. 519,089 December 

Andre Dallioux Reg. No. 528,971 August II 

l At the instance of the Honorable Luther A. Johnson, Chauncey P. Carter, 
Esq., as an expert in the Field, prepared a Digest of Proposed Changes i in 
Federal Trade-Mark Law. His comment on Section 2 (e) (3) was that: 
“ * * * 4. A mark will not be denied registration * * * (c) as a personal 
name unless it is primarily a surname.’’ VoL 84, Part 14, Congressional 
Record Appendix, p. 3795. 


20, 1^49 
20, 1949 
, 195d 



16 


It is clear that although these names might be in use as sur¬ 
names, in effect the dominant characteristic of these names 
is something other than a mere surname. 

It is true that the name Andre Dallioux consists of a 
baptismal or given name in combination with a surname. 
In the 1905 Act names of individuals were prohibited, while 
in the 1946 Act the word was changed from “individual’’ 
to “surname”. A strict reading of Section 2 (e)(3) would 
indicate that Congress did not expressly exclude the name 
of an individual, provided the dominant characteristic of 
the mark was not the surname. It is also clear that the 
mark Kimberly Clark has no other characteristic hut that 
of a surname, although its secondary meaning as a source 
has been clearly established. As was stated in Beckwith vs. 
Commissioner of Patents, 252 U. S. 538, “the commercial 
impression of a trade-mark is derived from it as a whole, 
not from its elements separated and considered in detail. 
For this reason it should be considered in its entirety”. To 
sustain the burden of proof in this action, in view of 
109 the finding of the Patent Examiner, it is necessary 
for the plaintiff to show that his mark is not prima¬ 
rily merely a surname when considered as a whole. 

Section 45 of the 1946 Act provides that “unless the con¬ 
trary is plainly apparent from the context * * * words used 
in the singular include the plural”. It is not plainly appar¬ 
ent that Congress meant to exclude a mark consisting of 
one surname any more than a mark consisting of two sur¬ 
names, provided the dominant characteristic of the mark 
is in the use of the surname or surnames. To state merely 
that two surnames used together as a mark, for example, 
“Jones-Smith” is not registrable, while the name “Jones 
Smith”, in which “Jones” is a baptismal name and 
“Smith” is a surname, would be registrable under Section 
2 (e), would create an anomaly certainly not intended by 
the framers of the Act. However, if the name “Jones 
Smith” in either form became known in the market place 
as a source of supply of a particular item, then the user 
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of the mark would have an interest in the mark which would 
be protected by the courts if a newcomer adopted the $ame 
mark even though it also be the latter’s own name. This 
situation is covered expressly by Section 2 (f) of the Act, 
the secondary meaning provision. 

Registration of a name as mark without more uhder 
2 (e) would require a finding based upon a showing that 
the dominant characteristic of the name is not primarily 
merely the surname or surnames, whether the mark con¬ 
sists of two or more surnames or a baptismal name and a 
surname. This is so because every person has the 
110 right to use his own name in his own business. How¬ 
ever, if a secondary meaning has been established 
for a mark, even though the dominant characteristic of 
the mark be a surname, then the user is entitled to protec¬ 
tion in the use of the mark. This construction appears to 
be the only construction consistent with the third purpose 
of the Act: “To modernize the trade-mark statutes so that 
they will conform to legitmate present day practice”. 

This Court finds that the name “Kimberly Clarkf’ is 
composed of two surnames, the dominant, and in fact {>nly 
characteristic of which is the surnames. For this reason, 
plaintiff is prohibited from registering the mark under [Sec¬ 
tion 2 (e) (3) of the Act of July 5, 1946. Plaintiff hai es¬ 
tablished a secondary meaning in the use of his mark as 
well as more than five years ’ exclusive use, which will pfima 
facia entitle him to registration of the mark under Section 
2 (f). However, in view of plaintiff’s prior declination and 
failure to amend the present complaint, this complaint is 
accordingly dismissed. 

James R. Kieklaxd, 

Dated: December 8, 1950. Judge. 

• m * * * • • • • * 
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111 Filed Jan 3 - 1951 

Civil Action No. 1897-49 

Findings of Fact and Conclusions of Law. 

Filings of Fact. 

1 . This is an action under R.S. 4915 (U.S.C. Title 35, 
Section 63), in which the Plaintiff, Kimberly-Clark Corpo¬ 
ration, sought to have the Court authorize the Defendant, 
Commissioner of Patents, to register under the Trade- 
Mark Act of 1905, its trade-mark consisting of a scroll bear¬ 
ing the notation “A Product of Kimberly Clark Research”. 
The notation “Kimberly Clark” is not distinctively writ¬ 
ten or printed but is in larger type than the remaining 
words and constitutes the dominant part of the mark. 

2. The application for registration under the Act of 1905, 
Serial No. 502,219, filed May 16, 1946, included the follow¬ 
ing disclaimer: “Without waiver of common law rights, 
or rights under other statutes, Applicant disclaims exclu¬ 
sive use, apart from the trade-mark herein shown, of the 
words ‘A Product of’, or the word ‘Research’ or the sep¬ 
arate use of the surname ‘Kimberly’ or the separate use 
of the surname ‘Clark’.” Plaintiff did not make any dis¬ 
claimer of the composite mark “Kimberly Clark”. 

112 3. The mark “Kimberly Clark” serves to distin¬ 
guish the goods of the Plaintiff from other goods of 

the same class. 

4. The notation “Kimberly Clark” is the trade-mark of 
Plaintiff for the goods specified in its application Serial 
No. 502,219. 

5. The notation “Kimberly Clark” is the only signifi¬ 
cant portion of the mark here involved so far as the right 
to registration is concerned. 

6 . The word “Kimberly” is merely the name of an indi¬ 
vidual. 

7. The word “Clark” is merely the name of an indi¬ 
vidual. 
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Conclusions of Law 

1. The prohibition in Section 5(b) of the 1905 ^rade- 
Mark Act, against the registration of a mark whicji con¬ 
sists merely in the name of an individual also prohibits 
the registration of a mark consisting of two word^ each 
of which is merely the name of an individual. 

2. The trade-mark involved in this action is not regis¬ 
trable under the Trade-Mark Act of 1905. 

3. The complaint should be dismissed. 

United States District Judge. 

Washington, D. C. 

January-, 1951 

Tender of above Findings of Fact and Conclusions of 
Law disapproved. 

James R. KieklanP, 
Judge. 
1-3-51 

• ••••••••# 

113 Filed Jan 3 - 1951 

Civil Action No. 5175-49 

Findings of Fact and Conclusions of Law. 

Findings of Fact 

1 . This is an action under R.S. 4915 (U.S.C., Title 35, 
Section 63, 15 U.S.C. 1071), in which the Plaintiff, Kim¬ 
berly-Clark Corporation, sought to have the Court author¬ 
ize the Defendant, Commissioner of Patents, to register its 
trade-mark “Kimberly-Clark” under the Act of 1946 on 
the Principal Register without recourse to Section 2{f). 

2 . Plaintiff filed in the Patent Office on December 19, 
1947, two applications for registration of its trade-jnark 
“Kimberly-Clark” under the Trade-Mark Act of 1946, Se¬ 
rial No. 544,877 in Class 37, and Serial No. 544,878 in 
Class 1. 


3. Plaintiff has offered to file in the Patent Office a suit- 
able disclaimer of the exclusive right to the name “Kim¬ 
berly” alone and the name “Clark” alone. 

4. Plaintiff’s mark * * Kimberly-Clark ’ ’ is not written or 
printed distinctively. 

5. The mark “Kimberly-Clark” serves to distinguish 
the goods of Plaintiff from the goods of others. 

6. The notation “Kimberly-Clark” is the trade- 
114 mark of Plaintiff for the goods specified in its appli¬ 
cations Serial Nos. 544,877 and 544,878. 

7. The presence of a hyphen in the mark “Kimberly- 
Clark” is immaterial so far as the right to registration is 
concerned. 

8. The word “Kimberly” is primarily merely a sur¬ 
name. 

9. The word “Clark” is primarily merely a surname. 

Conclusions of Law 

1. The prohibition in Section 2(e) of the 1946 Trade- 
Mark Act against the registration of a mark which is pri¬ 
marily merely a surname also prohibits the registration 
of a mark consisting of two words each of which is primar¬ 
ily merely a surname. 

2. The trade-mark involved in this action is not regis¬ 
trable under Section 2(e) of the Trade-Mark Act of 1946, 
but is registrable under Section 2(f) of that Act. 

3. The complaint should be dismissed. 


United States District Judge. 

Washington, D. C. 

January-, 1951 

Tender of above Findings of Fact and Conclusions of 
Law disapproved. 

James K-. Kirkland, 
Judge. 
1-3-51 
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115 Filed Jan 3-1951 

Findings of Fact. 

1. These cases which have been consolidated for trial 
are actions under R. S. 4915 (U.S.C., title 35, sectiori 63) 
in which the plaintiff, Kimberly-Clark Corporation spught 
to have the Court authorize the defendant, Commissioner 
of Patents, to register certain trade-marks. 

2. In Civil Action No. 1897-49 the mark which the plain¬ 
tiff sought to register consists of a scroll bearing the words 
“A product of Kimberly Clark research’’. The name 
“Kimberly Clark” is not distinctively written or pointed 
but is in much larger type than the remaining words and 

constitutes the dominant part of the mark. Ifcegis- 

116 tration was sought under the Trade-Mark Act of 
1905. The words “A product of” and “research” 

have been disclaimed, as well as the separate use df the 
names “Kimberly” and “Clark”. 

3. In Civil Action No. 5175-49 the Plaintiff sought to reg¬ 
ister, under the Trade-Mark Act of 1946, a mark cons: sting 
of the words “Kimberly-Clark”, the words not being writ¬ 
ten or printed distinctively. 

4. The presence or absence of a hyphen in the marks 
sought to be registered is immaterial so far as the ririht to 
registration is concerned. 

5. The names “Kimberly” and “Clark” are the only 
significant portions of the marks here involved, so ffrr as 
the right to registration is concerned. 

6. Each of the words “Kimberly” and “Clark” is pri¬ 
marily merely a surname. 

7. Each of the words “Kimberly” and “Clark” is m|erely 
the name of an individual. 

8. The association of the names “Kimberly” and 
“Clark” in the marks sought to be registered does riot in 
any way modify the significance of either, and the teffect 
of the two names together is merely the sum of theif sep¬ 
arate effects. 



22 


9. Neither of the marks here involved includes as a domi¬ 
nant feature anything other than a word which is primar¬ 
ily merely a surname, and which is also merely the 
117 name of an individual. 

Conclusions of Law. 

1. The prohibition in section 5(b) of the 1905 Trade- 
Mark Act, against the registration of a mark which con- 
sits merely in the name of an individual also prohibits the 
registration of a mark which consists merely in the names 
of two individuals. 

2. The prohibition in section 2(e) of the 1946 Trade- 
Mark Act against the registration of a mark which is pri¬ 
marily merely a surname also prohibits the registration 
of a mark which is primarily merely two surnames. 

3. The trade-mark involved in Civil Action No. 1897-49 
is not registrable under the 1905 Trade-Mark Act. 

4. The trade-mark involved in Civil Action No.5175-49 
is not registrable under section 2(e) of the 1946 Trade- 
Mark Act. 

5. The complaint should be dismissed in each of the Civil 
Actions here involved. 

James R. Kirkland, 
Judge. 

• ••••••••• 

118 Filed Jan 3 1951 

Civil Action No. 1897-49 

Judgment. 

This case came on to be heard at the last term and there¬ 
upon, upon consideration thereof, it is this 3d day of Janu¬ 
ary, 1951, 

Adjudged that the complaint be and it is hereby dis¬ 
missed, with costs against the plaintiff. 

James R. Kirkland, 
Judge. 

• •••••••## 
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119 Filed Jan 3 1951 

Civil Action No. 5175-49 

Judgment. 

This case came on to be heard at the last term and 
upon, upon consideration thereof, it is this 3d day of 
ary, 1951. 

Adjudged that the complaint be and it is hereb; 
missed, with costs against the plaintiff. 

Jakes R. Kibklan: 

Jva 


there- 

Janu- 

l dis- 


120 Filed Jan 18 1951 

Notice of Appeal. 

Civil Action No. 1897-49 

Notice is hereby given that Kimberly-Clark Corporation, 
Plaintiff herein, hereby appeals to the United States Court 
of Appeals for the District of Columbia from the Final 
Judgment entered in this Action on January 3, 1951. 

Cushman, Dabby & Cushman 
by C. Willard Hayes 

Attorneys for Plaintiff 
American Security Building 
Washington 5, D. C. 


Washington, D. C. 
January 18, 1951 


Chicago, Illinois 
January 16, 1951 


Cyril A. Soans 
Wm. E. Anderson 
135 South LaSalle Street 
Chicago 3, Illinois 
Of Counsel for Plaintiff 
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122 Filed Jan 18 1951 

Notice of Appeal 
Civil Action No. 5175-49 

Notice is hereby given that Kimberly-Clark Corporation 
Plaintiff herein, hereby appeals to the United States Court 
of Appeals for the District of Columbia from the Final 
Judgment entered in this Action on January 3, 1951. 

Cushman, Dabby & Cushman 
by C. Willard Hayes 

Attorneys for Plaintiff 
American Security Building 
Washington 5, D. C. 

Washington, D. C. 

January 18,1951 

Cyril A. Soans 
Wm. E. Anderson 
135 South LaSalle Street 
Chicago 3, Illinois 
Of Counsel for Plaintiff 

Chicago, Illinois 
January 16, 1951 

124 Filed Jan 25 1951 

Designation of Contents of Record on Appeal. 

Kimberly-Clark Corporation, Plaintiff-Appellant, and 
John A. Marzall, Commissioner of Patents, Defendant-Ap¬ 
pellee, jointly designate the portions of the record, proceed¬ 
ings and evidence to be contained in the record on appeal 
as follows: 

1. Complaint in Civil Action No. 1897-49 

2. Answer to Complaint in Civil Action No. 1897-49 

3. Complaint in Civil Action No. 5175-49 

4. Answer to the Complaint in Civil Action No. 5175-49 
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5. Stipulation for consolidation under Rule 42 F. R. C. P. 
and order consolidating Civil Action No. 1897-49 and Civil 
Action No. 5175-49 for trial 

6. The reporter’s transcript of evidence 

7. Plaintiff’s Exhibit No. 1, certified copy of file wratoper 
and contents of trade-mark application Serial No. 50j2,219 

8. Plaintiff’s Exhibit No. 2, certified copy of file wfTap- 

per and contents of trade-mark application Serial No. 
544,877 I 

9. Plaintiff’s Exhibit No. 3, certified copy of file w[rap- 
per and contents of trade-mark application Serial No. 

544,878 

125 10. Plaintiff’s Exhibit No. 4, stipulation of i’acts 

with respect to the use of the trade-mark “Kimberly 
Clark” since 1872 

11. Plaintiff’s Exhibit No. 5, book of printed copies of 
certain trade-mark registrations issued by the Patent Office 

12. Plaintiff’s Exhibit No. 6, photostat copies of sixteen 
national advertisements of Kimberly-Clark Corporatioh 

13. Plaintiff’s Exhibit No. 7, catalog of Kimberly-C^ark 
Corporation distributed in 1945 

14. Plaintiff’s Exhibit No. 8, bulletin of Kimberly-Cjlark 
Corporation distributed in 1947 

15. Plaintiff’s Exhibit No. 9, advertising bulletin entitled 
“Kimsul Hardboard, Kimberly-Clark the Name You Kpow 
for Quality” 

16. Plaintiff’s Exhibit No. 10, advertising bulletin en¬ 
titled “Kimberly-Clark the Name You Know for Quality, 
Kimlark Hardboard” 

17. Plaintiff’s Exhibit No. 11, price list of Baldwin P^per 
Company 

18. Plaintiff’s Exhibit No. 12, Chicago telephone direc¬ 
tory of June 1950, title page and following pages, 60, 98, 
99, 220, 523, 568, 597, 994, 995, 996, 997, 1343, 1344, lf78, 
1517, 1556, 1598, 1631, 1632, 1935, 1983, 2088, 2101 

19. Defendant’s Exhibit No. 1, copy of the Examiner’s 
statement and decision of the Assistant Commissioned in 
Civil Action No. 1897-49 


20. Defendant’s Exhibit No. 2, copy of the Examiner’s 
statement and decision of the Assistant Commissioner in 
Civil Action No. 5175-49 

21. Opinion of Judge Kirkland dated December 8, 1950 

22. Findings of Fact and Conclusions of Law entered 
January 3,1951 

23. Judgment in Civil Action No. 1897-49 entered Jan¬ 
uary 3,1951 

24. Judgment in Civil Action No. 5175 entered January 
3, 1951 

25. Notice of Appeal in Civil Action No. 1897-49 

26. Bond for costs on appeal in Civil Action No. 1897-49 

27. Notice of Appeal in Civil Action No. 5175-49 
126 28. Bond for costs on appeal in Civil Action No. 

5175-49 

29. Reporter’s transcript of Court’s Opinion dated Jan¬ 
uary 3, 1951, relating to Findings of Fact, Conclusions of 
Law and Judgments 

30. Draft of Findings of Fact and Conclusions of Law 
in Civil Action No. 1897-49 proposed by Plaintiff, but not 
entered 

31. Draft of Findings of Fact and Conclusions of Law 
in Civil Action No. 5175-49 proposed by Plaintiff, but not 
entered 

32. This Designation of Contents of Record on Appeal 
Washington, D. C. 

C. Willard Hayes 
Attorney for Plaintiff-Appellant 
American Security Building 
Washington 5, D. C. 

E. L. Reynolds 
Solicitor, U. S . Patent Office 
Attorney for Defendant-Appellee 
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EXCERPTS FROM TESTIMONY AND PROCEEDINGS. 

39 Carl Marty was called as a witness for add on 
behalf of the plaintiff and, having been first dnly 

sworn, was examined and testified as follows: 

Direct Examination 
By Mr. Anderson: 

Q. State your name and address, please. A. My name is 
Carl Marty. I am living in Neenah, Wisconsin. 

• • • • • • # * • • 

40 Q. With whom are you associated in busines^? A. 
I am associated with Kimberly-Clark Corporation. 

Q. That is the plaintiff in this case? A. Yes. 

Q. How long have you been associated with Kimberly- 
Clark Corporation? A. I have been associated with Kim¬ 
berly-Clark Corporation since April of 1940. 

Q. And since 1940 what have been your duties with the 
company? A. I started work with Kimberly-Clark Cor¬ 
poration as a salesman in the Philadelphia territory, for 
the building product Kimsul. 

In 1942 I was given the opportunity to organize a sales 
district office at that time headquartered in St. Louis and 
later moved to the present Atlanta, Georgia, location of our 
so-called district three. 

In 1943 I was called to the home office of the corporation 
in Neenah, Wisconsin, to organize a research and planning 
division within the sales department. That organi- 

41 zation of a planning division at that time called for 
a sales planning division and progressed to the point 

of market research division, the position I now hold. 

Q. What is the purpose of a market research division? 
A. The purpose of a market research division in any cor¬ 
poration, as well as in our own activities, is to expose facts 
or situations pertaining to the marketing of products; 
whether the facts be pertaining to the product itself, its 
use, its acceptance, or whether the facts or situations be 
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pertaining to the particular marketing procedures that 
might be used. 

The research division in the development of facts also 
is charged with the responsibility of interpreting the facts 
themselves as they may have a bearing upon the successful 
sale of an individual product, and making recommendations 
for changes, if need be, in sales procedures to meet com¬ 
petition. 

Q. And the problem is given to you by the staff of the 
company? A. The problems originate in two ways. They 
either come directly from the staff organization of the 
corporation or the vice president in charge of sales or any 
of the other divisions of the company, or they are self- 
originated within the market research division as we see 
need for them, as business conditions or competition dic¬ 
tates an investigation. 

Q. And do you go out into the field to gather the 
42 evidence upon which you make a determination ? A. 

Yes, we do extensive work in the field in the so-called 

trade. 

Q. And to whom do you report your determination? A. 
Our determinations are reported to the executive officers of 
the corporation by direct submitting of reports to the vice 
president in charge of sales. 

Q. And what do they do in their determination with the 
report? A. The report becomes a point of issue on a par¬ 
ticular marketing problem and through general discussion 
of the problem new plans of action or courses of field ac¬ 
tivity are organized to meet competitive situations. 

Q. Now, how do you go about going into the field and 
what area do you cover in order to gather this evidence 
upon which you make your determinations? A. To best 
explain that I can cite an example of a case in point. In 
the fall of 1948, as we were anticipating, the production of 
newer grades of coated paper, which would require basi¬ 
cally different sales methods and distribution methods than 
had heretofore been employed by Kimberly-Clark, we were 
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given the assignment to investigate the nature of distribu¬ 
tor selling of printing papers. 

To explain our procedure in this case and to solve the 
problem as to the nature of the sales activity ^mong 

43 paper wholesalers with respect to the newer offset 
grades of paper and the coated papers of higher 

quality that we were about to introduce to the market, we 
first determined what portions of the market we should 
investigate, that is, the U. S’, market that we should inves¬ 
tigate. Through the use of census information and trade 
information secured through associations, we were able to 
establish the important areas that should be investigated. 
In other words, establishing the sample that we needed to 
be a representative cross-section of the entire United ^States 
market for printing papers. We then established thi per¬ 
sons in the trade that we should contact, and over a period 
of nine months we were in the field questioning on the prob¬ 
lems of marketing these papers. 

The work that was involved, that is, the work involved 
the questioning of advertising agencies, buyers of printed 
material—that is the final person who gets the pie^e of 
literature or printed material after the printer has pur¬ 
chased and printed—the paper sales trade itself, th6 dis¬ 
tributor salesmen and printers, as well as the distributor 
management. There were a total of 589 contacts made 
during that six-month period, and this general procedure 
that I have outlined allows us, and is an example of a fact¬ 
collecting method which is typical of market research. 

Q. In your work as market analyst for Kimberly-Clark 
Corporation, have you found any evidence from 

44 which you can state of your own personal knowledge 
whether your customers in the paper trade through¬ 
out the United States recognize any trade-mark as identify¬ 
ing the products of your company and distinguishing them 
from the goods of all others? A. Yes. 

Mr. Keynolds. I object. That is calling for hearsay. 

The Court. I think he is probably in a position to testify, 
and for that reason I will overrule your objection. 
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You may answer. 

The Witness. Yes, I answer to yonr question. 

By Mr. Anderson: 

Q. What trade-mark is so used and recognized in your 
trade ? 

Mr. Reynolds. I object. It is also calling for a conclu¬ 
sion. The witness is not an expert on trade-marks. 

The Court. You have laid the foundation on the basis of 
your question. The Court ruled it is relevant and com¬ 
petent. I overrule the objection. 

You may answer it. What is it? 

The Witness. I found that the name Kimberly-Clark is 
the mark that distinguishes the papers of our manufacture 
from other papers. 

• •••••*#•• 

56 Cross-Examination 

By Mr. Reynolds: 

Q. What experience have you had with trade-mark law, 
Mr. Marty? A. My experience with trade-mark law is 
limited to the experience that I have had observing it dur¬ 
ing the time that I have sold in the field as well as operating 
as a market researcher. 

Q. Are you a lawyer? A. I am not a lawyer. 

Q. What do you understand by the word “trade-mark”? 
A. My understanding of the word “trade-mark” is that it 
is a means for a buyer of a product to identify the source 
of that product. 

• •••••••*• 

69 The Court. I just wanted to get your position, 
because I would forthwith tonight give you the trade¬ 
mark under 2(f) and would say in a written opinion any¬ 
thing that you needed to clarify it, and that would almost 
resolve this case. 

• ••••••##• 
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Application No. 502219 

March 20, 1944. 
CAS :DH| 

Petition, Statement and Power of Attorney. 

To the Commissioner of Patents: 

Kimberly-Clark Corporation, a corporation duly Organ¬ 
ized under the laws of the State of Delaware, and located 
in the City of Neenah, County of Winnebago, in the State 
of Wisconsin, and doing business in said City, has adopted 
and used the Trade-Mark shown in the accompanying 
drawing, for: Book Papers, Absorbent Wadding for Pack¬ 
ing, Wood Pulp Insulation Material, Resin Impregnated 
Paper or Wadding for Surfacing, Resin Impregnated (Paper 
or Wadding for General Molding and Laminating, in Class 
37, Paper and Stationery, and presents herewith five speci¬ 
mens, showing the trade-mark as actually used by Appli¬ 
cant upon the goods, and requests that the same be regis¬ 
tered in the United States Patent Office in accordance with 
the Act of February 20, 1905, as amended. 

The trade-mark has been continuously used and applied 
to said goods in Applicant’s business since July 7,] 1944. 
The trade-mark is applied or affixed to the goods, or to the 
packages containing the same, by printing or otherwise 
marking said trade-mark upon said goods or upon] said 
packages, or upon tags or labels attached thereto. 

Without waiver of common law rights, or rights under 
other statutes, Applicant disclaims exclusive use, apart 
from the trade-mark herein shown, of the words “A Prod¬ 
uct of”, or the word “Research”, or the separate use pf the 
surname “Kimberly”, or the separate use of the surname 
“Clark”. 

Applicant hereby appoints Cyril A. Soans, Willigm E. 
Anderson and Carl E. Swanson, comprising the fiPm of 
Soans, Pond & Anderson, Field Building, Chicago, Illinois, 
its attorneys, to prosecute this application for registration, 
with full power of substitution and revocation, to make 
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alterations and amendments therein, to sign the drawing, 
to receive the certificate, and to transact all business in the. 
Patent Office connected therewith. 

Kimberly-Clark Corporation 

By Cola G. Parker. 

President 
Cola G. Parker 

Neenah, Wisconsin 
April 27, 1946. 

“A Product of Kimberly-Clark Research’’ 

• ••••••••• 

IN THE UNITED STATES PATENT OFFICE 

Before the Commissioner on Appeal 
Applicant: Kimberly-Clark Corporation 
Serial No. 502,219, filed May 16, 1946 
Trade-Mark for book papers 

Attorney: Soans, Pond and Anderson, Field Building, 
Chicago, Illinois 

Examiner’s Statement. 

This is in answer to an appeal from the Examiner’s re¬ 
fusal to register to applicant under the Act of February 20, 
1905, a trade-mark comprising a design representing three 
sheets of paper, one superimposed upon the other in such 
a manner as to render the three sheets visible, and with the 
words “A Product of Kimberly Clark Research” printed 
upon the top sheet, for use upon book papers. 

The ground of the refusal is that the mark is dominated 
by the wording comprised of the surnames “Kimberly” 
and “Clark” which are not distinctively displayed and the 
descriptive words “A Product of Research”. 

The applicant has disclaimed “exclusive use apart from 
the trade-mark herein shown, of the words ‘A Product of’ 
or the word ‘Research’ or the separate use of the surname 
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‘Kimberly’, or the separate use of the surname ‘Cl^rk’.” 

In the appeal it is averred that the Examiner “enfed in 
construing applicant’s disclaimer as having disclaimed all 
of the printed matter which appears on the drawing K It 
is moreover averred that the Examiner “erred in holding 
in effect that applicant’s disclaimer of the separate use 
of the surname ‘Kimberly’ or the separate use of the sur¬ 
name ‘Clark’ was a disclaimer of the two-"word designation 
‘Kimberly Clark’.” 

As to the first averment it is stated that the names “Kim¬ 
berly” and “Clark” appear in the mark as two surnames, 
one printed above the other. They are not distinctively 
displayed. The combination of unregistrable features into 
a composite mark does not result in a registrable mark. 
jSTor is an applicant permitted to disclaim apart from the 
other each word of a combination word mark, whep the 
words are not separately registrable, and thereby avo^d the 
prohibition of the statute. This ruling finds support ijn the 
decision in Ex parte Cock ’N Bull Products, 166 Ms.D. 765; 
65 U.S.P.Q. 250, in which “Bombay Water” as a trade¬ 
mark for treated water used primarily in mixing drinks, 
was refused registration under the Act of February 20, 
1905, on the ground that “Bombay” was geographical and 
“Water” was descriptive. Applicant in this case sought 
to disclaim each word of its mark apart from the cither. 
First Assistant Commissioner Frazer in ruling upon this 
case relied upon the decision in In re Midy Laboratories, 
Inc., 508 O.G. 578; 26 C.C.P.A. 1294; 104 Fed. (2d) 6^7, in 
which it was said: 

“Obviously, the granting of applicant’s application in 
this case would result in registering, when combined, v^ords 
nonregistrable separately. The combination of the T^ords 
in no way changes their significance in any trade-ipark 
sense. Each continues to have the same meaning thht it 
would have as a separate word.” 

Moreover in this decision it was stated: 

“I think the applicant’s contention is without merit. The 
statute forbids the registration of either word alone, aind I 


can find no reasonable basis for holding that their associa¬ 
tion together results in a registrable trade-mark.” 

As to applicant’s second averment that the Examiner 
erred in holding in effect that the disclaimer of “the sep¬ 
arate use of the surname ‘Kimberly’ or the separate use 
of the surname ‘Clark’ was a disclaimer of the combination 
of the two wmrd designation ‘Kimberly Clark’ ”, it seems 
clear that the decision in Ex parte Bendix Aviation Cor¬ 
poration, 169 Ms.D. 464; 603 O.G. 546; 74 U.S.P.Q. 309, is in 
point and is controlling. In this case applicant sought to 
register “Bendix-Weiss” as a trade-mark for universal 
joints. Registration of the mark was denied and in his de¬ 
cision Assistant Commissioner Frazer said: 

“Applicant asserts that ‘when displayed in this manner 
the two surnames lose their identity as surnames’. I am 
unable to agree. Their individual significance remains pre¬ 
cisely the same as before. Each being separately unregis- 
trable the two remain so when combined. ’ ’ 

In holding that the surnames forming a part of the appli¬ 
cant’s mark are not distinctively displayed the Examiner 
relies on the rulings in the following decisions of record in 
the case: 

In Re Landis Machinery Company, 327 O.G. 4. 

Oliver Chilled Plow Works vs. The Wm. J. Oliver Mfg. 
Co., 192 O.G. 217. 

The Dow Chemical Company vs. The Interstate Amiesite 
Co. Inc., 159 Ms.D. 680; 467 O.G. 987. 

Since the words “A Product of Research” are merely 
descriptive and “Kimberly” and “Clark” are surnames 
not distinctively displayed it is deemed proper to hold that 
the mark is dominated by the wording and therefore not 
registrable under the Act of February 20, 1905, in view of 
the following decisions regarding dominance: 

Ex parte Sears-Roebuck & Co., 163 Ms.D. 748; 49 TJ. S. 
P. Q. 507. 

Ex parte Douglas Aircraft Co., Inc., 166 Ms.D. 766; 574 
O. G. 793; 65 U.S.P.Q. 251. 
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It is believed that the refusal to register the mark under 
the Act of February 20, 1905 is proper. 

Respectfully, 

0. H. Merchant, 

Head of Trade-Mark Operations. 

EAB :mk 
E.A.B. 

• #*****### 

Decision of the Assistant Commissioner. 

Hearing: NLS 

October 13, 1948 

Vol. 171—Page No. 57 

IN THE UNITED STATES PATENT OFFICE 

Ex parte Kimberly-Clark Corporation 
Appeal. 

Application for registration of a trade-mark for book 
papers, absorbent wadding for packing, woodpulp in¬ 
sulating material, etc., application filed May 16, 1946, 
Serial No. 502,219. 

Soans, Pond and Anderson for applicant. 

This is an appeal from the refusal of the examiner of 
trade-marks to register to applicant under the Trade-Mark 
Act of February 20, 1905, a mark comprising the words “A 
Product of Kimberly Clark Research,” printed on a back¬ 
ground design. Applicant has filed a disclaimer reading as 
follows: 

“Without waiver of common law rights, or rights under 
other statutes, Applicant disclaims exclusive use, apart 
from the trade-mark herein shown, of the words ‘A Product 
of,’ or the word ‘Research,’ or the separate use of the. 
surname ‘Kimberly,’ or the separate use of the surname 
‘Clark.’ ” 

Registration was refused on the ground that “Kimberly” 
and “Clark” as presented are primarily surnames not dis- 
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tinctively displayed, and that these words dominate the 
mark, which is accordingly dominated by nonregistrable 
material and nnregistrable under the Act of 1905. 

On this appeal there is apparently no contention that 
the mark is distinctively displayed, nor that the background 
or scroll need be considered. Applicant’s brief includes a 
thorough analysis of the law as applied to these facts, and 
divides its reasons for appeal into seven numbered para¬ 
graphs. The grounds of appeal set out in paragraph 5 of 
these reasons appear substantially to summarize the first 
four and read as follows: 

“5. Applicant’s mark 

a) Is a good common law mark; 

b) Is not prohibited by the second proviso of Section 5 
except insofar as it is the name of a corporation; 

c) Qualifies under the final proviso of Section 5, because 
it is the name of applicant only, and of no other person or 
concern. ’ ’ 

Both “Kimberly” and “Clark” are concededly surnames 
not distinctively displayed. As such I cannot agree with 
applicant that the mark is a good common law mark and 
believe that its registration is prohibited by the second 
proviso of section 5 prohibiting the registration of a mark 
“which consists merely in the name of an individual, firm, 
corporation, or association not written, printed, # # # in 
some particular or disinctive manner; * * *” In this re¬ 
spect the applicant’s mark appears to come squarely with¬ 
in the terms of the decision of the First Assistant Commis¬ 
sioner in Ex parte Bendix Aviation Corporation, 603 O.G. 
546, 74 U.S.P.Q. 309. As stated in that decision: 

“Applicant asserts that ‘when displayed in this manner 
the two surnames lose their identity as surnames.’ I am 
unable to agree. Their individual significance remains pre¬ 
cisely the same as before. Each being separately nonregis¬ 
trable, the two remain so when combined. In re Midy Lab¬ 
oratories, Inc., 26 C.C.P.A. 1294, 104 Fed. (2d) 617; In re 
Meyer Brothers Coffee & Spice Co., 32 App. D. C. 277,1909 
C.D. 312.” 
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Applicant contends that there are earlier cases in co|nfiict 
with the foregoing decision, referring to Ex parte Pen|nsyl- 
vania-Dixie Cement Corporation, 2 U.S.P.Q. 146, an<jl Ex 
Parte Crew-Levick Co., 123 Ms. D. 4, 7 T. M. Rep. 39?. It 
is contended that these cases were not called to the attention 
of the First Assistant Commissioner and were apparently 
overlooked in the decision of Ex parte Bendix Aviation 
Corporation, supra. Whether or not these earlier deci¬ 
sions were called to the attention of the First Assistant 
Commissioner, I see no reason to believe that they would 
have changed the result. In ex parte Crew-Levick Co., 
supra, the decision was apparently based upon the distinc¬ 
tive display of the names involved and their combination 
with other features. In ex parte Pennsylvania-ipixie 
Cement Corporation, supra, it was apparently considered 
that the names there involved as used together resulted in 
a combination which overcame the individual deficiencies of 
the separate words. As stated in the decision: 

“The distinction between marks in which the unrtegis- 
trable words when combined produce a mark having the 
unregistrable characteristics of the words separately con¬ 
sidered, and those in which the combination of unregistra¬ 
ble words produce a mark devoid of the unregistrable char¬ 
acteristics of the words, separately considered, was clearly 
defined by the Supreme Court in Hamilton-Brown Shoe 
Co. v. Wolf Brothers & Co. 240 U. S. 251), in which the 
words ‘The American Girl’ adopted and employed in con¬ 
nection with shoes were held to be neither geographical nor 
a descriptive term; * • *” 

In In re Midy Laboratories, Inc., supra, the court said: 

“Obviously, the granting of applicant’s application in 
this case would result in registering, when combined, wprds 
nonregistrable separately. The combination of the wprds 
in no way changes their significance in any trade mark 
sense. Each continues to have the same meaning that it 
would have as a separate word.” 

In this case as in Ex parte Bendix Aviation, supra, the 
combination of the two names involved appears to give them 
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no changed or different meaning, and their individual sig¬ 
nificance remains the same. I accordingly believe that the 
marks here involved more nearly resemble those involved 
in Ex parte Bendix Aviation, supra, than those in the 
earlier cases mentioned by applicant and to the extent that 
there may be any inconsistency the later case would in any 
event be followed. 

Xor does the so-called “final proviso’’ of section 5 cure 
this deficiency. If the mark were otherwise registrable, 
this proviso would permit registration even though the 
words form part of applicant’s corporate name, and this 
appears to be the only significance of Ex parte Nisely Shoe 
Company, 19 C. C. P. A. 1211, 58 Fed. (2d) 426, relied upon 
by applicant. Since, however, the registration is prohibited 
by the “second proviso” of section 5, this need not be fur¬ 
ther considered. 

Applicant further contends that its carefully phrased dis¬ 
claimer removes any objection to the registration of the 
mark as presented. In this connection it is pointed out 
that “Kimberly” and “Clark” are disclaimed only when 
taken individually, and are not disclaimed, “in their com¬ 
bined and constantly associated form.” Even though these 
words are disclaimed only with respect to separate use, the 
disclaimer appears to be one of each word forming part of 
the mark. While liberal use of disclaimers is permitted for 
composite marks under the principle set out in Beckwith 
v. Commissioner of Patents, 252 U. S. 538, 1920 C- D. 471, 
it cannot be used to obtain registration of a mark dom¬ 
inated by or containing only unregistrable material. The 
words comprising applicant’s mark are not so closely as¬ 
sociated or so combined with design or other material that 
they form any integral combination. To combine them and 
then disclaim them adds nothing to the registrability of an 
individual word, or of any grouping of the words set out. 
As pointed out in Beckwith v. Commissioner of Patents, 
supra, there was in that case: 
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“No question • * * that the design of the trade-m^rk is 
so simple as to he a mere device or contrivance to eva<Re the 

law and secure the registration of nonregistrable ^vords 

• • • >> 

It has been repeatedly held that a mark cannot be (regis¬ 
tered which comprises words all of which are disclaimed. 
In In re Midy Laboratories, supra, it was said: 

“Since that decision (the Beckwith case, supra) th4 Pat¬ 
ent Office and the courts have recognized the right of Regis¬ 
tration in proper cases where parts of a proposed mark 
have been disclaimed, but we have not been cited tb any 
case in which the right of registration has been uphdld by 
any court where the issue involved a mark disclaimed in its 
entirety. 

See also Andrew J. McPartland v. Montgomery, Ward & 
Co. (C. C. P. A.), 164 Fed. (2d) 603, 76 U. S. P. Q. 164; 
Ex Parte Commercial Solvents, 71 U. S. P. Q. 106j 592, 
O. G. 425; Phillips Packing Co. v. Phillips, 589 0. G| 503, 
70 U. S. P. Q. 244. The fact that “Kimberly” and “Clark” 
are disclaimed separately cannot change this situation, 
since, as already noted, they are not considered to be Regis¬ 
trable taken either individually or together. 

Certain of applicant’s numbered grounds of appeal may 
not have been specifically referred to but have been con¬ 
sidered and are believed to be covered by the foregoing com¬ 
ments. Applicant contends that any doubt should be re¬ 
solved in its favor. In view of the authorities above cited 
as well as the language of the Act itself, there appeaRs to 
me to be no doubt but that for the reasons stated the mark 
presented is not registrable under the Trade-Mark Apt of 
1905. It should be noted, however, that no question of reg¬ 
istrability under the Trade-Mark Act of 1946 has been pre¬ 
sented by applicant, nor considered. 

The decision of the examiner of trade-marks is affirned. 

Jos. E. Daniels 
Assistant Commissioner 

November 12, 1948 
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Mail Division Dec 19 1947 

* Nov. 17,1947 

WEA :HB 

* Application No. 544877 

Trade-Mark Act of 1946 

* Application for Registration of Trade-Mark on 

Principal Register. 

» To the Commissioner of Patents: 

i STATEMENT 

* Applicant, Kimberly-Clark Corporation, a corporation 
duly organized under the laws of the State of Delaware, 
and having its principal office and place of business located 

f at 130 N. Commercial Street, in the City of Neenah, County 

< of Winnebago, and State of Wisconsin, has adopted and is 

> using the trade-mark shown in the accompanying drawing 

for Printing Paper, Creped Paper used for packing and 
other purposes and Wadding and Tissue Strips used as in¬ 
dustrial absorbents and for other purposes for which Clean¬ 
ing Tissues and the like may be used, in Class 37, Paper 
and stationery, and presents herewith five specimens show- 
- ing the trade-mark as actually used in connection with such 

goods, and requests that the same be registered in the 
United States Patent Office on the Principal Register in 
accordance with the Act of July 5, 1946. 
k The trade-mark is placed on the goods, or on the pack¬ 

ages containing the same, by printing or otherwise marking 
said trade-mark upon said goods or upon said packages, 
or upon tags or labels affixed thereto. The trade-mark ^as 
first used on October 22, 1872 on Printing Paper, on Feb¬ 
ruary 2,1927 on Creped Paper Wadding and on September 
20, 1924 on Tissue Strips, and was first used in commerce 
' among the several states of the United States on October 

* 22,1872 on Printing Paper, on February 2, 1927 on Creped 
Paper Wadding and on September 20, 1924 on Tissue 
Strips. 



Said corporation, by the undersigned, hereby appoints 
Cyril A. Soans, William E. Anderson, Carl E. Swanson, 
Paul J. Glaister, and Lawrence D. Dibble, constituting the 
firm of Soans, Pond & Anderson, Field Building, 135 S. 
LaSalle St., Chicago 3, Illinois, Registration No. 11,286, its 
attorneys, to prosecute this application for registration, 
with full power of substitution and revocation, to make 
alterations and amendments therein, to sign the drawing, 
to receive the certificate, and to transact all business in the 
Patent Office connected therewith. 

• **#*•**•# 

September 28, 1948 
WEArjc 

IN THE UNITED STATES PATENT OFFICE 
TRADE MARK DIVISION 

Application of 

Kimberly-Clark Corporation for registration of 
‘ 1 Kimberly-Clark ’ ’ 

Ser. No. 544,877 

Filed December 19, 1947 

Hon. Commissioner of Patents 
Washington 25, D. C. 

Sir: 

In the above entitled application, the Statement and the 
Declaration include an allegation that the mark has been 
in substantially exclusive and continuous use by the Appli¬ 
cant in interstate commerce for the five years next preced¬ 
ing the date of the application. 

However, this should not be construed as an application 
for registration under Sec. 2(f) of the Act of 1946. 
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The mark “Kimberly-Clark” is not “primarily njierely 
a surname” and, therefore, should be registrable oh the 
Principal Register without regard to Sec. 2(f). 

Very respectfully, 

Soaks, Pokd & Andeeson 
By W. E. Akdeeson 

Attorneys for Applicant 

Chicago, Illinois 
September 28, 1948 

• * # • • • • • • • 

Mailed Jul 7 1949 

In the United States Patent Office. 

Before the Commissioner on Appeal. 

Applicant: Kimberly-Clark Corporation. 

Serial No.: 544,877, filed Dec. 19, 1947. 

Trade-Mark for Printing Paper, Creped Paper Wadding 
and Tissue Strips. 

Attorney: C. Willard Hayes, 

712 American Security Building, 

730 15th Street, N. W., 

Washington 5, D. C. 

Examiner’s Statement. 

This is in answer to an appeal from the Examiner’s re¬ 
fusal to register to applicant on the Principal Register 
under the Act of July 5, 1946, a trade-mark consisting of 
the two surnames “Kimberly” and “Clark” separate^! by 
a hyphen. 

The ground of the refusal is that the mark comes within 
the express prohibition of Section 2(e) 3 of the Acjt of 
July 5, 1946. This section provides that ... 

“No trade-mark by which the goods of the applicant piay 
be distinguished from the goods of others shall be refused 
registration on the Principal Register on account of] its 
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nature unless it ... (e) consists of a mark which ... (3) is 
primarily merely a surname.” 

In the record of the application, applicant’s attention 
was invited to Section 2(f) of the Act of 1946, for presen¬ 
tation for possible registration on the Principal Register. 
Rather than avail itself of this section, which provides for 
the registration of marks which have become distinctive of 
an applicant’s goods, applicant has clearly indicated in its 
communication of September 30, 1948, that this application 
should not be construed as one under the provisions of 
Section 2(f). However, since the declaration filed as par,t 
of the application includes the claim of distinctiveness to¬ 
gether with the allegation of five years exclusive and con¬ 
tinuous use of the mark required in an application pre¬ 
sented under Section 2(f), a new declaration omitting this 
allegation will be required if it is finally determined that 
the mark presented is registrable on the Principal Register 
without reliance upon the provisions of said section. 

In its appeal, applicant avers that the Examiner of 
Trade-Marks erred in holding that its mark, comprising a 
combination of two surnames, “Kimberly” and “Clark,” 
falls within the prohibition of Section 2(e) 3 for the 
reason that the mark is not “primarily merely a sur¬ 
name. ’ ’ 

Although applicant’s mark does not consist of a single 
surname, nevertheless, it is believed that the mark does 
fall within the prohibition of Section 2(e) 3. The deci¬ 
sions under the Act of February 20, 1905, are quite clear 
that a mere combination of unregistrable features into a 
composite mark did not avoid the prohibitions to registra¬ 
tion under that Act. 

In Ex parte Johns-Manville Corporation, 50 IJ. S. P. Q. 
470, it was held that the mark “Fibracoustic” as applied 
to a fibrous, acoustical material was descriptive within the 
meaning of the Act of February 20, 1905, for the reason 
that it was merely “a readily recognizable contraction and 
combination of the words ‘fibrous’ and ‘acoustical’ ... ” 
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It was also held in Ex parte William R. Warner & Co., 
Inc., 75 U. S. P. Q. 272, that the mark “Citrosal,” al com¬ 
bination of the descriptive words “Citro” and “Sal,” 
each of which has a meaning, was descriptive of the goods 
to which it was applied. 

In Ex parte The Midy Laboratories, Inc., 37 TJ. S. P. Q. 
620, the Commissioner in holding that the mark “Piper- 
azine-Midy,” which comprised a descriptive term hnd a 
surname, to be unregistrable, stated in part: 

“I think that applicant’s contention is without inerit. 
The statute forbids the registration of either word alone, 
and I can find no reasonable basis for holding that their 
association together results in a registrable combination 
... I do not think that any mark should be accepted for 
registration under the Act of 1905 unless it includes at 
least one element that is registrable without a disclaimer. ” 
(Italics Examiner’s) 

The decision of the Commissioner in this case was affirmed 
on appeal by the Court of Customs and Patent Appeals 
(42 U. S. P. Q. 17.) In Ex parte The Dow Chemical Com¬ 
pany, 48 U. S. P. Q. 431, it was held that the mark “Dow- 
metal” written as one word was not registrable unde^r the 
Act of 1905, because it was a combination of a surname 
and a descriptive term. 

The rule of the foregoing decisions applicable to marks 
which are a combination of two descriptive terms or a de¬ 
scriptive term and surname was further extended and 
applied to cover a mark comprised of two surnames! In 
Ex parte Bendix Aviation Corporation, 74 U. S. P. Q, 309 
and in Ex parte Kimberly-Clark Corp., 79 U. S. P. Q. 274 
the marks “Bendix-Weiss” and “Kimberly-Clark” iwere 
held not registrable under the Act of 1905 for the reason 
that each comprised two surnames not distinctively 
displayed. 

In the absence of a specific ruling governing the inter¬ 
pretation of the language of Section 2(e) 3 of the Act of 
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July 5, 1946, the above decisions are believed to be per¬ 
suasive in determining the registrability of the mark 
“Kimberly-Clark” on the Principal Register of the Act 
of July 5, 1946. The words “Kimberly” and “Clark” 
standing alone are primarily merely surnames, and it 
necessarily follows that each name falls within the sur¬ 
name prohibition of Section 2(e) 3. In view of the deci¬ 
sions cited, there is established precedent for holding that 
a combination of nonregistrable features does not result 
in a registrable trade-mark, and to borrow the language 
of the Court of Customs and Patent Appeals in the case 
of In re The Midy Laboratories, Inc., 42 U. S. P. Q. 17 at 
page 18, which seems particularly applicable to the ques¬ 
tion of the registrability of applicant’s mark herein 
presented: 

“Obviously, the granting of applicant’s application in 
this case would result in registering, when combined, 
words nonregistrable separately. The combination of the 
words in no way changes their significance in any trade 
mark sense. Each continues to have the same meaning that 
it would have as a separate word.” 

It is believed that the refusal to register the mark for 
the reasons expressed above is proper. 

Respectfully, 

M. Racknor 

F.D.R. Examiner . 

**•*#**••• 
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Decision of the Assistant Commissioner. 

Mailed Nov 29 1949 
Hearing: October 11, 1949 

In the United States Patent Office 
Ex parte Kimberly-Clark Corporation 

Vol. 171, Page No. 600 

Appeal 

Application for registration of a trade-mark on the Prin¬ 
cipal Register under the Trade-Mark Act of 1946, for 
printing paper, creped paper wadding and tissue strips, 
application filed December 19, 1947, Serial No. 544,377. 
Soans, Pond & Anderson and C. Willard Hayes for appli¬ 
cant. 

Applicant appeals from the final refusal to register the 
words “Kimberly-Clark” as a trade-mark for various 
paper products on the Principal Register under the Trade- 
Mark Act of July 5, 1946. 

Registration has been refused under section 2(e) 3 of 
that Act which provides, so far as pertinent, that: 

“No trade-mark by which the goods of the applicant 
may be distinguished from the goods of others shall be re¬ 
fused registration on the Principal Register on accohnt 
of its nature unless it # # * (e) consists of a mark which 
* * • (3) is primarily merely a surname.” 

Concededly both “Kimberly” and “Clark” are sur¬ 
names, and as presented their identity as such is apparent. 

An application for registration of a mark consisting 
essentially of these same words was refused by the exam¬ 
iner of trade-marks under the Trade-Mark Act of 1905 on 
the ground that it consisted of merely two surnames ^nd 
such refusal was affirmed in Ex parte Kimberly-Clark Cor¬ 
poration, 617 0. G. 941, 79 U. S. P. Q. 274. The factual 
situation being essentially the same, the primary question 
here presented is whether or not the provisions of the jjLct 
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of 1946 with respect to the registration of marks consist¬ 
ing of surnames differ from those of the Trade-Mark Act 
of 1905 to such an extent as to require registration of these 
words which had previously been refused registration 
under the earlier Act. 

Section 5 of the Trade-Mark Act of 1905 contained the 
following proviso: 

“That no mark which consists merely in the name of an 
individual, * * * shall be registered under the terms of 
this Act. * * * ” 

The words “merely in the name of an individual” were 
construed to include surnames. The American Tobacco 
Co. v. Wix, 20 C. C. P. A. 835, 62 Fed. (2d) 835. And it 
was on the basis of this provision that applicant’s mark 
was refused registration under the Act of 1905 in Ex parte 
Kimberly-Clark Corporation, supra. The decision in that 
case followed that in Ex parte Bendix Aviation Corpora¬ 
tion, 603 O. G. 546, 74 U. S. P. Q. 309, in which it was said: 

“Applicant asserts that ‘when displayed in this manner 
the two surnames lose their identity as surnames.’ I am 
unable to agree. Their individual significance remains 
precisely the same as before. Each being separately non- 
registrable, the two remain so when combined. In re Midy 
Laboratories, Inc., 25 C. C. P. A. 1294, 104 Fed. (2d) 617, 
42 TJ. S- P. Q. 17; In re Meyer Brothers Coffee & Spice 
Co., 32 App. D. C. 277, 1909 C. D. 312.” 

The provision as to surnames contained in section 
2(e) 3 of the Act of 1946, quoted above, omits the prohibi¬ 
tion against the registration of names of individuals. (Ex 
parte Andre Dallioux, 83 U. S. P. Q- 262, 171 Ms. D. 563.) 
But since each of the words making up applicant’s mark 
is primarily merely a surname, and, as presented, “their 
individual significance remains precisely the same * * 

(as stated in Ex parte Bendix Aviation Corporation, 
supra) and, as in that case, “each being separately non- 
registrable,” it is my opinion that the mark must be con¬ 
sidered in the same manner as it was under the Act of 
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1905, and that no change has been made by the language of 
the Trade-Mark Act of 1946 which would require or permit 
any different conclusion than was reached on applicant’s 
application under the Act of 1905. 

Applicant contends in this case, as it did in its appeal 
under the Act of 1905, that the mark presented is distinc¬ 
tive and should be registered, and that the comments of 
the First Assistant Commissioner in Ex parte Bendix 
Aviation Corporation, supra, and those contained in the 
decision of the Court of Customs and Patent Appeais in 
In re Midy Laboratories, Inc., supra, constituted dicta and 
conflict with earlier decisions. These questions were Con¬ 
sidered in the earlier appeal, and the comments contained 
therein will not be repeated. 

In Ex parte Andre Dallioux, supra, it has been held by 
this office that the name of an individual should non be 
refused registration under the provisions of the new Act 
as to surnames quoted above. That a combination of sur¬ 
names may well be as distinctive as a surname combined 
with a baptismal name can hardly be questioned, an(jl in 
some instances it may be difficult to determine whether a 
combination of names is actually a complete individual 
name or a combination of surnames. Where, as here, how¬ 
ever, the significance of the mark as two words, each of 
which is primarily merely a surname, is clearly apparent, 
it is believed that the language of the statute requires that 
registration be refused. 

With respect to applicant’s argument as to liberality^ of 
registration of marks required by the New Act, it is to| be 
noted that this application as originally filed contained 
allegations to the effect that the mark had become distinc¬ 
tive as applied to applicant’s goods in commerce, as pro¬ 
vided in section 2(f) of the Act, but prior to any action by 
the examiner thereon, the applicant stated that it did not 
intend the application to be construed as one for registra¬ 
tion under that section, and that it requested registration 
on the Principal Register without regard thereto, |he 
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application being amended accordingly. Since the Act 
indicates that marks of the type here involved should be 
registered only in accordance with that provision, which 
appears to be available to applicant by an amendment to 
its application, no lack of liberality is indicated by the 
examiner’s refusal of the application as presented. 

While applicant presents forceful arguments for sug¬ 
gesting that these words constitute a trade-mark, and 
should be registered, they appear to be directed to the con¬ 
tention that the prior decision was erroneous rather than 
to any change resulting from the passage of the New Act, 
and since it appears that the language of the New Act does 
not change the rule previously in effect, it is believed that 
the decision in the earlier appeal should be followed. 

The decision of the examiner of trade-marks is affirmed. 

Jos. E. Daniels 
Assistant Commissioner 


November 29, 1949 
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Mail Division Dec 19 1947 
Trade-Mark Act of 1946 


Application for Registration of Trade-Mark on 
Principal Register. 

To the Commissioner of Patents: 

STATEMENT. 

Applicant, Kimberly-Clark Corporation, a corporation 
duly organized under the laws of the State of Delaware, 
and having its principal office and place of business located 
at 130 N. Commercial Street, in the City of Neenah, County 
of Winnebago, and State of Wisconsin, has adopted and 
is using the trade-mark shown in the accompanying draw 


ing for Paper and Creped Cellulose Wadding Both 


Im¬ 


pregnated with Resin Plastic and Intended for a VarWy 
of Non-Associated Uses, in Class 1, Raw or partly pre¬ 
pared materials, and presents herewith five specimens 
showing the trade-mark as actually used in connection ^vith 
such goods, and requests that the same be registered in 
the United States Patent Office on the Principal Register 
in accordance with the Act of July 5, 1946. 

The trade-mark is placed on the goods, or on the pack¬ 
ages containing the same, by printing or otherwise mark¬ 
ing said trade-mark upon said goods or upon said pack¬ 
ages, or upon tags or labels affixed thereto. The trade¬ 
mark was first used on May 27, 1943 on Resin impregnated 
wadding and on June 26,1945 on Resin impregnated paper, 
and was first used in commerce among the several states 
of the United States on May 27, 1943 on Resin impreg¬ 
nated wadding and on June 26, 1945 on Resin impregnated 
paper. 

The mark has been in substantially exclusive and con¬ 
tinuous use by said corporation in commerce among the 
several states of the United States for the five years next 


preceding the date of this application and has become 


tinctive of the 
commerce. 


goods of said corporation in interstate 


dis- 
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Said corporation, by the undersigned, hereby appoints 
Cyril A. Soans, William E. Anderson, Carl E. Swanson, 
Paul J. Glaister, and Lawrence D. Dibble, constituting the 
firm of Soans, Pond & Anderson, Field Building, 135 S. 
LaSalle St, Chicago 3, Illinois, Registration No. 11,286, 
its attorneys, to prosecute this application for registra¬ 
tion, with full power of substitution and revocation, to 
make alterations and amendments therein, to sign the 
drawing, to receive the certificate, and to transact all busi¬ 
ness in the Patent Office connected therewith. 

• ••*•••••• 

Trade Marks Dec 28 1948 
In the United States Patent Office 
Trade Mark Division 1, Room 6817. 

Application of 

Kimberly-Clark Corporation for registration of 
‘ ‘ Kimberly-Clark ’ * 

Serial No. 544,878 
Filed December 19, 1947 

Amendment “A”. 

Paper No. 2. 

Hon. Commissioner of Patents 
Washington 25, D. C. 

Sir: 

In response to the Official Action dated September 24, 
1948, the above entitled application is hereby amended as 
follows: 

In the Statement, line 7, after “Plastic”, insert — and 
Intended for a Variety of Non-Associated Uses —. 

Remarks. 

The Examiner has requested a Supplemental Declara¬ 
tion embodying an allegation which would bring this appli¬ 
cation under the provisions of Sec. 2(f) of the Act of 1946. 
Applicant does not desire a registration under Sec. 2(f) 
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of the Act. We believe that Applicant is entitled to regis¬ 
tration on the Principal Register under Sec. 1 of the jAct, 
because the mark is not unregistrahle under any of the 
provisions of Sec. 2 of the Act. 

The name “Kimberly-Clark’’ is not a surname. So far 
as is known, there is no other person or concern in the 
United States which has the name “KhMBERLY-CLAiiK”. 
“Kimberly” is a surname and “Clark’’ is a surname, but 
there is believed to be no “Kimberly-Clark” other tlhan 
the corporation making this application. Therefore, the 
granting of this registration will not in any way interfere 
with the rights of any other person or corporation within 
the United States and is not prohibited by the Act. 

Very respectfully, 

Soans, Pond & Anderson 
By W. E. Anderson 

Attorneys for Applicant 

Chicago, Illinois 
December 16, 1948 

• ••••••••• 

Mailed Jul 13 1949 

AB:om Paper No. 8. 

In the United States Patent Office. 

Before the Commissioner on Appeal. 

Applicant: Kimberly-Clark Corporation. 

Serial No. 544,878, filed Dec. 19, 1947. 

Trade-Mark for Paper and creped cellulose wadding bbth 
impregnated with resin plastic. 

Attorney: C. Willard Hayes, American Security Building, 
Washington, D. C- 

Examiner’s Statement. 

This is in answer to an appeal from the Examiner’s re¬ 
fusal to register to applicant on the Principal Register 
under the act of July 5, 1946, a trade-mark consisting of 
two surnames, “Kimberly” and “Clark,” separated by a 
hyphen. 





The ground of the refusal is that the mark comes within 
the express prohibition of section 2(e) (3) of the act of 
July 5, 1946 which provides that 
“No trade-mark by which the goods of the applicant 
may be distinguished from the goods of others shall be re¬ 
fused registration on the principal register on account of 
its nature unless it ... (e) Consists of a mark which, ... 
(3) is primarily merely a surname.” 

In the record of the application, the Examiner has re¬ 
quested a new declaration embodying an allegation which 
would bring this application under the provision of section 
2(f) of the act of July 5, 1946. In answer, the applicant 
failed to avail itself of the benefit of section 2(f) “because 
the mark is not unregistrable (on the Principal Register) 
under any of the provisions of Sec. 2 of the Act.” 

(Since the applicant has included an allegation in his 
declaration that “said trade-mark has been in substan¬ 
tially exclusive and continuous use ... for the past five 
years and has become distinctive of the goods of said cor¬ 
poration” it will be necessary for the applicant to submit 
a new declaration omitting this allegation if registration 
is allowed without resort to section 2(f).) 

The applicant has assigned as the reason for appeal that 
the Examiner of Trade-Marks erred in rejecting its appli¬ 
cation for registration of its mark “Kimberly-Clark” on 
the ground that section 2(e) (3) of the act of 1946 justi¬ 
fied refusal to register. 

First, while it is true that applicant’s mark does not 
consist of “primarily merely a surname” the applicant’s 
mark does consist of primarily merely two surnames. Sec¬ 
tion 45 of the act provides that 
“words used in the singular include the plural and vice 
versa.” 

Accordingly, the applicant’s mark appears to fall within 
the prohibition of section 2(e) (3). 

Second, it has long been the practice in the Patent Office 
that if the various parts of a mark are not registrable the 
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entire mark is not registrable. If it can be held that the 
definition in the next preceding paragraph does not apply 
to section 2(e) (3) then it must be held that the different 
parts of the applicant’s mark are each “primarily merely 
a surname” and each must be disclaimed. If the varipus 
terms of a mark are disclaimed, the mark cannot be Reg¬ 
istered unless at least one element is registrable withput 
a disclaimer. Ex parte Detroit Tap and Tool Co., 600 0} G. 
677, 73 U. S. P. Q. 530. 

Third, the applicant argues that its mark is two sur¬ 
names and that the act prohibits registration of a mark 
which is primarily merely a (or only one) surname. The 
applicant states that “the specific differences in the lhn- 
guage of the two statutes (1905 and 1946) indicates conclu¬ 
sively that Congress intended that, under the new law, |he 

registration of trade-marks which had some ‘name’ signi- 

° °| 
ficance, in addition to a trade-mark significance, should be 

liberalized.” 

Examiner believes that the “liberalization” of the npw 
act is to be found in recognition of certain common law 
rights such as secondary meaning of marks which was riot 
recognized in the act of February 20, 1905 except in the 
ten-year proviso. It is not believed that Congress intended 
to “liberalize” the law of trade-mark to provide for indjs- 
criminate registration. It must be assumed that Congress 
intended to provide protection to individuals who have 
acquired rights in trade-marks. And in line with this 
reasoning Congress, in passing the act of July 5, 194j6, 
liberalized the requirements for registration to make it 
conform with actual conditions and practices. The actual 
conditions and practices which have been recognized by 
the courts in the common law but not in the act of Feb¬ 
ruary 20, 1905 are now largely recognized in the new act. 

Examiner believes that in the absence of definite lan¬ 
guage to the contrary any ambiguous wording should tj»e 
interpreted in the light of the common law if it is possibly. 
Examiner believes this is proper for the reason that mapy 
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of the “liberalizing” sections of the new act merely pro¬ 
vide for the recognition of doctrines recognized under the 
common law but not under the 1905 act. In other words 
the act of 1946 is largely a restatement of the common law. 

Under the common law a name is not capable of exclu¬ 
sive appropriation unless and until such secondary mean¬ 
ing has attached that the public has come to regard the 
article upon which the mark is used as coming from a 
single source. But until such secondary meaning has 
attached no person has the right to preempt such names 
and use them to the absolute exclusion of all others. The 
right to use the two surnames “Kimberly-Clark” on an 
article would preclude anybody with the name “Kim¬ 
berly” or with the name “Clark” from using either name 
on products similar to those sold by the applicant (without 
using special care to show that there is no connection with 
“Kimberly-Clark”). Section 2(e) (3) recognized the 
common law right of a person to use of his own name. 
Section 2(f) recognized the doctrine of secondary signifi¬ 
cance. If the applicant’s mark has assumed such signifi¬ 
cance that others who attempt to use either “Kimberly” 
or “Clark” or both should be precluded from such use on 
goods similar to the applicant’s then the Examiner be¬ 
lieves that registration on the Principal Register is pos¬ 
sible only under the provision of section 2(f). 

It is believed that refusal to register for the reasons 


stated is proper. 

Respectfully, 




H. E. Barbour 




Examiner . 



• i • 

• • * • • 

• 
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Decision of the Assistant Commissioner. 

Docket Division Nov 29 1949 

Hearing: October 11, 1949 MLS 

In the United States Patent Office 
Vol. 171, Page No. 603. 

Ex parte Kimberly-Clark Corporation. 

Appeal. 

Application for registration of a trade-mark on the Prin¬ 
cipal Register under the Trade-Mark Act of 1946, for 
paper and creped cellulose wadding both impregnated 
with resin plastic and intended for a variety of nj>n- 
associated uses, application filed December 19, 1947, 
Serial No. 544,878. 

Soans, Pond and Anderson and C. Willard Hayes for 
applicant. 

This is an appeal from the final refusal to register the 
words “Kimberly-Clark” as a trade-mark on the Princi¬ 
pal Register under the Trade-Mark Act of July 5,1946, ifor 
“paper and creped cellulose wadding both impregnated 
with resin plastic and intended for a variety of non- 
associated uses.” While the precise form of the applica¬ 
tion as amended during the prosecution before the exam¬ 
iner differs slightly from that involved in the applicants 
application for registration of this same mark, Serial No. 
544,877, involved in a copending appeal, which is decided 
concurrently herewith, the issues involved on this appeal 
are identical with those involved on that appeal. 

For the reasons given therein, the decision of the exam¬ 
iner of trade-marks in this case is affirmed. 

Jos. E. Daniels 
Assistant Commissioner 

November 29, 1949. 

• ••••*•••• 
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Plaintiff’s Exhibit No. 4. 

Filed Dec—8 1950 
Sept 21, 1950 
WEA :jch 

IN THE UNITED STATES DISTRICT COURT 
DISTRICT OF COLUMBIA 

Civil Action 

Nos. 5175-49 and 1897-49 
Kimberly-Clark Corporation, Plaintiff, 

v. 

John A. Marzall, Commissioner of Patents, Defendant. 

Stipulation. 

It is hereby stipulated by and between the parties hereto 
through their respective attorneys that if the following 
named persons were called to testify as witnesses at the 
trial of the above-entitled cases they would testify under 
oath substantially as follows: 

1. Frank J. Sensenbrenner 

I am a member of the Board of Directors of Kimberly- 
Clark Corporation, Plaintiff herein, and have been asso¬ 
ciated 'with this company and with its predecessors in busi¬ 
ness since 1889. From 1889 until 1945 I was actively en¬ 
gaged in the service of this company and its predecessors 
and during that period I filled various positions, including 
those of Bookkeeper, First Vice President, General Man¬ 
ager, President, and Chairman of the Board. 

An examination of the records of this organization dis¬ 
closed that its business was started in the year 1872 and 
from 1872 until 1880 the business was conducted under the 
name “Kimberly-Clark & Co.” During that period the 
company manufactured newsprint, printing paper, and 
manila wrapping paper, and sold all of its products in inter¬ 
state commerce. 
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From 1880 until 1928 the company continued said busi¬ 
ness as a Wisconsin corporation, which was incorporated 
under the name Kimberly and Clark Company. In 1928 
its name was changed to Kimberly Clark Company. The 
manufacture of book paper was added to the company’s 
activities in 1881; paper specialties in 1887; writing plaper 
in 1891; and absorbent wadding in 1917. Various <|)ther 
paper products having a variety of uses were also added 
to the line during this third period of the company’s exis¬ 
tence. 

Since the year 1928, the company has continued said busi¬ 
ness as a Delaware corporation under its present nhme, 
Kimberly-Clark Corporation. During this fourth period of 
the company’s existence there have been added to the com¬ 
pany’s products many other paper products having al va¬ 
riety of uses. 

From my own personal knowledge I can state that during 
the entire period of my association with this organization, 
i.e. from 1889 to date, the mark “KIMBERLY-CLAIfK” 
was on the products which the company was manufacturing 
and selling and that such mark was prominently displayed 
on said products. Information heretofore obtained by me 
from former employees and from company records shows 
that such use extended back to the birth of the company’s 
predecessor in 1872. 

The following goods manufactured and sold by the com¬ 
pany have carried the mark “KIMBERLY-CLARK” ab so 
displayed continuously since the dates stated below: 

Printing Paper since 1872 

Tissue Strips since 1924 

Creped Paper Wadding since 1927 

Resin Impregnated Wadding since 1943 

Resin Impregnated Paper since 1945 

In the year 1944 the company applied to certain of its 
products a scroll bearing the words “A Product of Kim¬ 
berly-Clark Research” as illustrated in the drawing of the 
company’s pending trade-mark application Serial No. 
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502,219. Since 1944 this mark has been continuously so 
used in interstate commerce. 

II. Joseph Frederick Hunt 

I have been in the employ of Plaintiff since November, 
1930. I am Secretary-Treasurer of the Plaintiff and have 
charge of the Plaintiff’s corporate records and of the old 
records of all of its predecessors. I have examined said 
records extending from 1872 to the present date 1950, and 
on the basis of said examination I confirm the aforesaid 
testimony of Frank J. Sensenbrenner in respect of the 
period from 1872 to 1889. On the basis of my own personal 
knowledge I confirm the aforesaid testimony in respect of 
the period from November, 1930, to date. 

III. William Clifford 

I have been in the employ of Plaintiff, Kimberly-Clark 
Corporation, a Delaware corporation, and its predecessor, 
Kimberly Clark Company, a Wisconsin corporation, since 
September, 1920. I am Vice President in charge of finance 
of Kimberly-Clark Corporation. On the basis of my own 
personal knowledge I confirm the aforesaid testimony of 
Frank J. Sensenbrenner in respect of the period from 
September, 1920, to date. 

IV. Ernst Mahler 

I am Executive Vice President of Plaintiff, Kimberly- 
Clark Corporation. I have been in the employ of Kimberly- 
Clark Corporation and its predecessor, Kimberly Clark 
Company, a Wisconsin corporation, continuously since 1914. 
On the basis of my own personal knowledge I confirm the 
aforesaid testimony of Frank J. Sensenbrenner in respect 
of the period from 1914 to date. 

V. Fred Kranhold 

I was continuously in the employ of Plaintiff, Kimberly- 
Clark Corporation, and its predecessors from 1890 until 
I was retired in the year 1944. I began work for the com- 
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pany as a mill worker, and at the time of my retirement I 
was general mill manager. On the basis of my own per¬ 
sonal knowledge, I confirm the aforesaid testimony of Fr^nk 
J. Sensenbrenner in respect of the period from 1890 to 
1944. 

VI. Joe T. Doebeler. 

I am mill manager of the Kimberly Mill of Kimberly- 
Clark Corporation and have been in the employ of this com¬ 
pany and its predecessor continuously since 1905. On the 
basis of my own personal knowledge, I confirm the afore¬ 
said testimony of Frank J. Sensenbrenner in respect of 
the period from 1905 to date. 

C. Willard Hayes 
Of Counsel for Plaintiff 
E. L. Reynolds 
Solicitor, U. S. Patent Office > 
Attorney for Defendant 





BRIEF FOR PLAINTIFF-APPELLANT. 


IX THE 


United States (Eimrt nf 


' c * lumbia 


FOR THE DISTRICT OF COLUMBIA. 


fllEB MAR 2 7 12 


No. 10932 



u/ A\ 

*i/‘ 


CL El 


KIMBERLY-CLARK CORPORATION, 

Appellant, 

vs. 


JOHN A. MARZALL, United States Commissioner 

or Patents, 

Appellee. 


APPEAL FROM THE DISTRICT COURT OF THE UNITED STATES 
FOR THE DISTRICT OF COLUMBIA. 


C. Willard Hayes, 

Washington, D. C., 

Cyril A. Soans, 

William E. Anderson, 

135 S. La Salle Street, 
Chicago 3, Illinois, 

Attorneys for Plaint iff - 
Appellant. 


TMC«UN7N0IIP*WARRKM PRINTING COMPANY* COWUTiACUON, CHICAGO 




IN THE 


United States Gkwrt of Appeals 

FOB THE DISTRICT OF COLUMBIA. 


No. 10932. 

— 

KIMBERLY-CLARK CORPORATION, 

Appellant, 

vs. I 

JOHN A. MARZALL, United States Commissioner 

of Patents, 

_ Appellee. \ 

APPEAL FROM THE DISTRICT COURT OF THE UNITED STATES 
FOR THE DISTRICT OF COLUMBIA. 


BRIEF FOR PLAINTIFF-APPELLANT. 


The Question Presented. 

The question is whether a mark formed of two surnames 
(KIMBERLY CLARK), used by Appellant to distinguish 
its goods from those of others, and which mark is not the 
name of an individual, is registrable in the United States 
Patent Office under Section 5 of the Trade-Mark Act of 
1905, Chapter 592, Section 5, 33 Stat. 725, U. S. C. Title 15, 
Section 85 (old), which reads in part as follows: 

Sec. 5. “That no mark by which the goods of the 
owner of the mark may be distinguished from other 
goods of the same class shall be refused registration 
as a trade-mark on account of the nature of such 
mark * # *. 

• • * provided that no mark w T hich consists 

merely in the name of an individual * * * shall 

be registered under the terms of this Act.” 
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from the names of two individuals and should 
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JURISDICTIONAL STATEMENT. 

(a) This case arises out of the refusal of the Com¬ 
missioner of Patents to grant a trade-mark registration 
upon an application filed by the Appellant, Kimberly-Clark 
Corporation, under the Act of February 20,1905. Because 
of such refusal, the Applicant, Kimberly-Clark Corpora-i 
tion, the Appellant here, filed a civil action in the United 
States District Court for the District of Columbia against 
the Commissioner of Patents pursuant to the provisions 
of R. S. Section 4915, February 9, 1893, C. 74, Section 9, 
27 Stat. 436, U. S. C. Title 35, Section 63, and Section 9 
of the Trade-Mark Act of February 20, 1905, C. 592, Sec¬ 
tion 9, 33 Stat. 727, U. S. C. Title 15, Section 89 (old), as 
interpreted by the Supreme Court of the United States 
in the case of Baldwin v. Robertson, Commissioner of Pat¬ 
ents et al., 265 U. S. 168. This appeal is taken under the 
Act of June 25, 1948, C. 646, Sec. 1, 62 Stat. 929, U. S. C. 
Title 28, Section 1291. 

(b) In the Complaint (Joint App. 3), it is alleged that 
Plaintiff, Kimberly-Clark Corporation, a Delaware Cor¬ 
poration, on May 16, 1946, filed its application Serial No. 
502,219 under the Act of February 20, 1905, for registra¬ 
tion of a trade-mark; that all of the statutory require¬ 
ments and all of the rules relating to such applications 
were duly complied with, but that the Patent Office in the 
person of the Examiner of Trade-Marks and then in the 
person of the Commissioner finally refused to allow the 
application for registration on the ground that the dom¬ 
inant parts of the trade-mark consisted of the two words 
KIMBERLY and CLARK which are primarily surnames 
not distinctively displayed. 

(c) The jurisdiction of the District Court was ad¬ 
mitted in the Defendant’s Answer (Joint App. 5). 
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STATEMENT OF THE CASE. 

The stipulated testimony (Joint App. 64) shows that 
Plaintiff-Appellant is engaged in the business of manu¬ 
facturing book paper, which business was commenced by a 
predecessor partnership in the year 1872 under the name 
Kimberly-Clark and which name, upon incorporation in 
1880, was changed to Kimberly and Clark Company. The 
name Kimberly-Clark Corporation was adopted in the year 
1928, and the mark “KIMBERLY CLARK” has been 
used and prominently displayed on the products of Plain¬ 
tiff and its predecessors since the year 1872. 

Plaintiff’s witness, Marty, after having first been duly 
qualified to testify as to trade practices (Joint App. 29, 
30) testified as follows: 

“Question: In your work as market analyst for 
Kimberly-Clark Corporation, have you found any evi¬ 
dence from which you can state of your own personal 
knowledge whether your customers in the paper trade 
throughout the United States recognize any trade¬ 
mark as identifying the products of your company and 
distinguishing them from the goods of all others? 

“Answer: Yes. 

“Question: What trade-mark is so used and rec¬ 
ognized in vour trade? 

“Answer: I found that the name Kimberly Clark 
is the mark that distinguishes the papers of our man¬ 
ufacture from other papers.” 

The trade-mark for which registration has been refused 
is actually displayed in the form of a simple scroll bear¬ 
ing the words “A Product of Kimberly Clark Research” 
(Joint App. 31). 

We agree with the Court’s finding No. 7 (Joint App. 21) 
to the effect that each of the words Kimberly and Clark 
is merelv the name of an individual. 
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The application for registration Serial No. 502,21? 
(Joint App. 33) was filed on May 16, 1946 and contain^ 
the following disclaimer: 

“Without waiver of common law rights, or rights 
under other statutes, applicant disclaims exclusive usq, 
apart from the trade-mark herein shown, of the word£ 
‘A Product of’ and of the word ‘Research’, or thq 
separate use of the surname Kimberly, or the sep¬ 
arate use of the surname Clark.” 

The application for registration was finally rejected by 
the Examiner of Trade-marks and his decision was afj 
firmed by the Assistant Commissioner of Patents on Noj 
vember 12, 1948 (Joint App. 37). 

STATUTES INVOLVED. 

The controversy in this case involves the 
of the Trade-Mark Act of February 20, 1905 
Sections 1 to 29, inclusive, 33 Stat. 724 to 
(old U. S. Code Title 15, Sections 81 to 108 inclusive)j 
In this brief said Act will hereinafter be referred to a^ 
the Act of 1905, or the 1905 Act. 

The new Trade-Mark Act, Public Law 489, 79th Con¬ 
gress, Chapter 540, approved July 5, 1946, 60 Stat. 427, 
was passed by Congress after the filing of the application 
here involved. This new Act, hereinafter called the 1946 
Act, provides as follows: 

“Sec. 47 (a). Application pending on effective date 
of Act. 

“All applications for registration pending in the 
Patent Office at the effective date of this Act may be 
amended, if practicable, to bring them under the pro¬ 
visions of this Act. The prosecution of such applica¬ 
tions so amended and the grant of registrations there¬ 
on shall be proceeded with in accordance with the 
provisions of this Act. If such amendments are not* 


interpretation 
, Chapter 592, 
731 inclusive. 
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made, the prosecution of said applications shall he 
proceeded with and registrations thereon granted in 
accordance with the Acts under ivhich said applica¬ 
tions ivere filed, and said Acts are hereby continued 
in force to this extent and for this purpose only, not¬ 
withstanding the foregoing general repeal thereof 
(15 U. S. C. 1051 note).” 

The particular section of the 1905 Act which is in con¬ 
troversy is Section 5, the pertinent parts of which read 
as follows: 

“That no mark by which the goods of the owner of 
the mark may be distinguished from other goods of 
the same class shall be refused registration as a trade¬ 
mark on account of the nature of such mark * * *. 

* # * provided that no mark which consists 

* * * merely in the name of an individual # * * 

* * * shall be registered under the terms of this 

Act. * * *” 


STATEMENT OF POINTS. 

Point 1. In refusing registration, each of the prior tri¬ 
bunals overlooked the intent of the Act of 1905, the pur¬ 
pose of which was to benefit the public and owners of 
trade-marks. 

Point 2. Each of the prior tribunals failed to apply the 
principle that where a statutory grant is expressed in gen¬ 
eral terms, limiting provisos or exceptions should be strictly 
construed in favor of those persons whom the general statu¬ 
tory grant was intended to benefit. 

Point 3. The prior tribunals failed to apply the prin¬ 
ciple that in case of doubt as to the correct interpretation 
of the 1905 Act, such doubt should be resolved in favor of 
the applicant for registration, because, in the event of any 
improvident decision in the applicant’s favor, all persons 
are fully protected under the Act of 1905 by their right 
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to oppose the grant of the registration or, if by inad¬ 
vertence no opposition is filed, they may at any time file 
a petition to cancel the registration. 

Point 4. Appellant, having established without contra¬ 
diction, that the mark KIMBERLY CLARK is used to dis¬ 
tinguish its goods “from other goods of the same class” 
(1905 Act, Section 5), the mark is thereby shown to be 
prima facie registrable under the statute. In order to pre¬ 
vent registration, the Commissioner should be required 
to show, at least by a preponderance of evidence, that the 
mark is of a type -which is included in one of the excep¬ 
tions or provisos of the statute, i. e. that the mark (in this 
case) is the name of an individual. The Co mmi ssioner 
failed to present any evidence to the effect that there is 
any individual having the name KIMBERLY CLARK. 

Point 5. Each of the lower tribunals has erroneously 
expanded the “name of an individual” proviso of the 1^05 
Act to embrace a mark which is a combination of the nanjies 
of two separate individuals, thereby circumventing the 
purpose of the Act and preventing the registration of 
Plaintiff’s trade-mark which is not the “name of an indi¬ 
vidual”. 

Point 6. Each of the lower tribunals erred in so con¬ 
struing the 1905 Act that no mark consisting of two or 
more elements can be registered unless it contains at least 
one element which is separately and independently regis¬ 
trable. 

Point 7. Each of the lower tribunals erred in dissect¬ 
ing Appellant’s trade-mark into separate elements and in 
treating the application for registration as an application 
to register separately each of the elements so dissected, 
although Appellant has formally disclaimed the exclusive 
use of each separate element of its mark. 

Point 8. Each of the lower tribunals erred in disre- 
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garding the effect of Appellant’s disclaimer of the sepa¬ 
rate words KIMBERLY and CLARK which disclaimer 
would effectively forever prevent Appellant from using the 
registration to prevent any person having the name KIM¬ 
BERLY or CLARK from using his surname. Hence, the 
grant of the registration could not damage anybody. 

Point 9. The trial court, in making its finding No. 2 
(Joint App. 21), erred in stating that Appellant has dis¬ 
claimed “the separate use of the names ‘KIMBERLY’ 
and ‘CLARK’.” This raises the possible inference that 
the words KIMBERLY and CLARK have been disclaimed 
in combination, apart from the other wording on the scroll, 
and that consequently Appellant has disclaimed its entire 
mark KIMBERLY CLARK, which is not the case. Ap¬ 
pellant’s disclaimer was limited to “the separate use of 
the surname KIMBERLY or the separate use of the sur¬ 
name CLARK. ’ ’ That is not a disclaimer of the combina¬ 
tion of the two surnames KIMBERLY and CLARK. 

Point 10. The trial court in making its finding No. 8 
(Joint App. 21), erred in holding in effect that the combi¬ 
nation mark KIMBERLY CLARK has no meaning other 
than the sum of the separate meanings of the separate 
names. The word KIMBERLY is a surname and the word 
CLARK is a surname but the word KIMBERLY CLARK 
is not a surname. The evidence shows without contradic¬ 
tion that the mark KIMBERLY CLARK is used and func¬ 
tions as a mark of identification for Appellant’s book 
paper. 
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SUMMARY OF ARGUMENT. 


Proposition No. 1. 

The intent of the Trade-Mark Act of 1905 was to afford 
the fullest possible protection to the owner of a trade¬ 
mark used in federal commerce, and it is the duty of the 
Commissioner to assist an applicant to obtain a registra¬ 
tion, if at all possible, rather than to invent an excuse for 
rejecting it. 

Proposition No. 2. 

The sole purpose of the “name of an individual” proviso 
of the 1905 Act was to protect any other person’s right to 
use his own name. 

Proposition No. 3. 

Any error in judgment resulting in the allowance of a 
registration involves no substantial injury to the public 
in view of the full opportunity for subsequent opposition 
or cancellation. 

Proposition No. 4. 

Where a statutory grant is expressed in general terms, 
any exception or proviso requires the strictest interpreta¬ 
tion, and any doubt should be resolved in favor of one who 
qualifies under the general grant. 

In this case, Appellant qualifies under the general grant 
of Section 5 because the composite mark KIMBERLY 
CLARK, has been shown to be a mark used to identify 
Appellant’s book paper. The mark is a composite mark 
formed from two surnames and is not embraced within the 
proviso which prohibits the registration of “the name of 
an individual.” 
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Proposition No. 5. 

A composite trade-mark should not be dissected into its 
elements for the purpose of rejecting each element sep¬ 
arately. The trade-mark should be considered in its en¬ 
tirety. When so considered, the mark KIMBERLY CLARK 
is not “merely the name of an individual.” 

Proposition No. 6. 

This case, involving the right to register the mark KIM¬ 
BERLY CLARK, is factually different from the case of 
In re Midy Laboratories, 37 U. S. P. Q. 620, affirmed in 
42 U. S. P. Q. 17,104 F. 2d 617; 26 C. C. P. A. Patents 1294, 
in which a predecessor of the present Commissioner of 
Patents in a dictum said that a registrable mark can¬ 
not be formed by combining two elements which are sep¬ 
arately unregistrable, the breadth of which formula finds 
no support in the statute or in Supreme Court decisions, 
nor is it justified in equity or by common sense. The 
Bendioc-Weiss case, 603 0. G. 546, 74 U. S. P. Q. 309, was 
wrongly decided by the Patent Office. 



ARGUMENT. 


Proposition No. 1. 

The intent of the Trade-Mark Act of 1905 was to afford the 
fullest possible protection to the owner of a trade-mark 
used in federal commerce, and it is the duty of the 
Commissioner to assist an applicant to obtain a registra¬ 
tion, if at all possible, rather than to invent an excise 
for rejecting it. 

Although Congress did not define a trade-mark in |he 
Act of 1905, it is generally understood that a trade-mhrk 
is any word, symbol or other marking which 

“serves to identify origin or ownership of the goods 
to which it is affixed.” (The “Tea Rose” Case, Han¬ 
over Star v. Metcalf, 240 U. S. 403, 412.) 

The Congressional intent which led to the passage of 
the Act of 1905 was referred to by the Supreme Court in 
the case of American Foundries v. Robertson, 269 U. S. 372, 
381, in which the court said: | 

“The House Committee on Patents, in reporting tbe 
bill which upon enactment became the registration 
statute in question, said: ‘Section 5 of the proposed 
bill we believe will permit the registration of all mar^s 
which could, under the common law as expounded by 
the court, be the subject of a trade-mark and become 
the exclusive property of the party using the same 
as his trade mark.’ Report No. 3147, Dec. 19, 1904, 
H. of R., 58th Cong., 3d Sess.” (Emphasis ours.) 

Section 5 of the Act of 1905 was before the Supreme 
Court for interpretation in the case of Beckwith v. Corn- 
missioner of Patents, 252 TJ. S. 538, 543, in which the court 
said: 

“The Registration Act of 1905 (33 Stat. 724), 
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amended in 1906 (34 Stat. 168) and in 1909 (35 Stat. 
627) and in 1913 (37 Stat. 649), without changing the 
substantive law of trade-marks, provided, in the man¬ 
ner prescribed, for the registration of marks, (sub¬ 
ject to special exceptions) which, without the statute, 
would he entitled to legal and equitable protection, 
* * *.” (Emphasis ours.) 

***** 

“In this connection it must be noted that the re¬ 
quirement of the statute that no trade-mark shall be 
refused registration, except in designated cases, is 
just as imperative as the prohibition of the proviso 
against registration in cases specified.” (Emphasis 
ours.) 

The 1905 Act should be construed liberally so as to bene¬ 
fit owners of trade-marks by allowing them to register 
their marks in the United States Patent Office thereby to 
promote our domestic and foreign trade. See Beckwith v. 
Commissioner of Patents, supra, 252 U. S. 538, 545: 

“Of course, refusal to register a mark does not pre¬ 
vent a former user from continuing its use, but it 
deprives him of the benefits of the statute, and this 
should not he done if it can he avoided hy fair, even 
liberal, construction of the act, designed as it is to 
promote the domestic and foreign trade of our coun¬ 
try (Emphasis added.) 

See also the recent case of Servel Inc., 181 F. 2d 192, 
195 (C. C. P. A.), in which the Court said: 

“The courts have recognized also that the require¬ 
ment of the statute, that no mark shall be refused 
registration if the goods of the owner of the mark 
may be distinguished thereby from goods of the same 
class, is just as imperative as the prohibitory provi¬ 
sions against registration in those cases enumerated 
in section 5 of the Act.” 

Section 1 of the 1905 Act says “that the owner of a 
trade-mark * * * ma y obtain registration for such 
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trade-mark by complying with the following requirements!” 
(Here follows a list of the formal requirements.) 

An examination of Section 5 of the 1905 Act, in vi4w 
of Section 1, clearly shows that it was the intent of Coin¬ 
gress to permit registration of all trade-marks subject on^y 
to certain specific exceptions. These exceptions are typfes 
of marks (1) the use of which either would be against 
public policy for various reasons, or (2) which other mem¬ 
bers of the public have the right to use. 

As examples of the first type referred to, the Act ex¬ 
cludes those marks which are immoral or scandalous, or 
which simulate the flags or insignia of nations or public 
institutions. As examples of the second type of mark, 
Congress excludes those marks which are descriptive qf 
the goods or which could be used to indicate the place 
where the goods were made, or the name of an individual. 

The plain intent of Congress was not to deny registra¬ 
tion of any mark unless the exclusive use of it as a trade¬ 
mark w T ould not be sanctioned at common law. In othe|r 
words, the exceptions listed by Congress are marks whic|h 
inherently are not good trade-marks at common law. l|t 
follows, therefore, that if a mark be denied registratioiji, 
such rejection would naturally be used by a defendant i^i 
a common law infringement suit as an argument against 
the validity of the trade-mark. 

Hence, it would seem that, as a matter of plain justic^, 
in administering the Act, the Commissioner should give 
due regard to the purposes of the Act and should per¬ 
mit registration of a mark unless it clearly appears that 
the mark is of the objectionable type (1) or (2) above 
referred to. 




16 


Proposition No. 2. 

The sole purpose of the “name of an individual” proviso 
of the 1905 Act was to protect every other person’s right 
to use his own name. 

Even at common law the right of an individual to use 
his own name on his goods is only a qualified right. If 
another person has used a surname for so long a period 
and so extensively that the public has come to look upon 
that surname as a mark of identification of the manufac¬ 
turer of that article, then that surname is said to have 
developed a “secondary significance.” The use of a sur¬ 
name on those particular goods then means that the goods 
are made by that particular manufacturer and not by any 
other person who happens to have that surname. No other 
person having that surname can thereafter adopt that 
bare surname as a trade-mark for those particular goods. 
He merely retains his right to use his own name on the 
goods, but not to use it as a trade-mark, and to use it 
only when distinguished from the bare surname by use in 
connection with a Christian name or some other means 
to prevent confusion with the original manufacturer. 

That is why we say that a person’s right to use his 
own name is a qualified right at best. The proposed reg¬ 
istration would not interfere with any such right because 
there is no one of the name KIMBERLY CLARK. Further¬ 
more, the Appellant has disclaimed any exclusive rights 
in connection with the separate use of the surname KIM¬ 
BERLY and the separate use of the surname CLARK, 
and is merely asking for a registration of the composite 
mark KIMBERLY CLARK. (Joint App. 33.) 

Consequently it is our position that the Patent Office, 
in determining whether or not a mark is or is not the 
name of an individual, should address itself only to the 
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question of whether the registration of the mark w’buld 
deprive the public of any privilege which is now exer¬ 
cised by the public, or which would normally be exer¬ 
cised by the public. When subjected to that test, the 
mark KIMBERLY CLARK, which it not the name of any 
individual, is clearly registrable. 

Proposition No. 3. 

| 

Any error in judgment resulting in the allowance of a 
registration involves no substantial injury to the public 
in view of the full opportunity for subsequent opposition 
or cancellation. 

I 

The ultimate interests of both the applicant and tjhe 
public are involved in the allowance or rejection of Ian 
application for registration of a mark under the Act of 
1905. A mistake in judgment resulting in a refusal jto 
register always injures the applicant, and may also daih- 
age the public, because of the greater probability of fraud 
and deception. On the other hand, a mistake in judg¬ 
ment due to resolving the doubt in favor of the applicant 
involves no substantial injury to the public, because Sec¬ 
tions 6, 7, and 13 of the 1905 Act provide for the filing <jf 
an opposition, or a petition to cancel, by any one claink- 
ing to be injured by a prospective or existing registra¬ 
tion. 

In these respects, the examination of trade-marks in¬ 
volves considerations quite different from those in pat¬ 
ent cases. In patent cases, there are no provisions for op|- 
position or cancellation. Hence, an over-liberal granting 
of patents might have serious effect upon the rights of th^ 
public, whereas in trade-mark cases, the public has amj 
pie protection against a too-liberal Patent Office policy. Yetj 
in patent applications doubts are supposed to be resolve^ 
in favor of the applicant. 
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Proposition No. 4. 

Where a statutory grant is expressed in general terms, any 
exception or proviso requires the strictest interpretation, 
and any doubt should be resolved in favor of one who 
qualifies under the general grant. 

In this case, Appellant qualifies under the general grant 
of Section 5 because the composite mark KIMBERLY 
CLARK has been shown to be a mark used to identify 
Appellant’s book paper. The mark is a composite mark 
formed from the names of two individuals and should not 
be refused registration by expanding the scope of the 
proviso which prohibits the registration of the name of 
an individual. 

The mark KIMBERLY CLARK is not “merely the 
name of an individual”. There is no individual of that 
name. It is formed by combining two different surnames. 
The 1905 Act does not prohibit the registration of a mark 
formed by combining two surnames or the names of two 
individuals, particularly where, as in this case, the sep¬ 
arate use of each of the separate names is disclaimed. 

Section 5 of the Act of 1905 says: 

“that no mark by which the goods of the owner of 
the mark may be distinguished from other goods of 
the same class shall be refused registration as a trade¬ 
mark on account of the nature of such mark * * * 
provided that no mark which consists merely in the 
name of an individual * * * 
shall be registered under the terms of this Act.” 

It is seen that this exception is set up in a proviso which 
follows a general enactment to the effect that “ no marie 
* * * shall be refused registration as a trade-mark on 
account of the nature of such mark”. The law is clear 
that under these circumstances, i. e. where a proviso seeks 
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to except something from the general language of a reme j 
dial statute, the proviso should be strictly construed and 
that the exceptions must be clearly established. See U. S . 
v. Dickson, 40 U. S. 141, 15 Peters 14 (Story, J.): 

“* * * we are led to the general rule of law which 
has always prevailed, and become consecrated almost 
as a maxim in the interpretation of statutes, that 
where the enacting clause is general in its language 
and objects and a proviso is afterwards introduced, 
that proviso is construed strictly, and takes no case 
out of the enacting clause which does not fall fairly 1 
within its terms. In short, a proviso carves special 
exceptions only out of the enacting clause; and those 
who set up any such exception, must establish it as 
being ivithin the words as well as within the reason 
thereof.” (Emphasis added.) 

We know of no decision which has overruled U. S. v. 
Dickson, 40 U. S. 141, supra. The same principle is affirmed 
in U. S. v. Morrow, 266 U. S. 531. 

In Ryan v. Carter, 93 U. S. 78, the Supreme Court lays 
down the rule that, in construing a proviso, that construc¬ 
tion should be adopted which withdraws the least possible 
number of cases from the operation of the statute. Speak¬ 
ing of the words of the proviso, the Court said on page 84: 

“It mav be that the words, taken in their usual 
sense, would exclude the case of Dodier; but if it can 
be gathered, from a view of the whole law, and others j 
in pari materia, that they were not used in that sense, I 
and if they admit of another meaning in perfect har¬ 
mony with the general scope of the statute, it will be 
adopted as the declaration of the will of Congress. 
Especially is this so when this construction withdraxvs 
the least number of cases from the operation of the 
statute.” (Emphasis added.) 

The cases are reviewed in Thompson v. United States, 
258 Fed. 196, 201, in which the Court said: 

“A proviso must be construed strictly, and it takes 
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no case out of the enacting clause which does not fall 
fairly within its meaning. It carves special excep¬ 
tions only out of the enacting clause, and those who 
set up any such exception must establish it as being 
within the words, as well as within the reason thereof.” 
(Citing numerous cases.) (Emphasis added.) 

Applying these familiar, we might say axiomatic, prin¬ 
ciples, it would certainly seem that unless beyond all rea¬ 
sonable doubt the mark of Appellant is shown to be merely 
the name of an individual, it is the duty of the Patent 
Office to register it. Should there be any lingering doubts, 
those doubts should be resolved in favor of Appellant. 
See Ex parte Kullman, Scdz & Co., 8 T. M. Rep. 318; also 
National Food Broker’s Association, 17 T. M. Rep. 409. 

Applying the law to the facts of this case, it is seen 
that the mark KIMBERLY CLARK is not the name of 
any individual living or dead, or the Patent Office Exam¬ 
iner •would have discovered it. Nor did the Commissioner, 
or the Trial Court make any contention that there was 
any person having the name KIMBERLY CLARK. 

Actually, the name KIMBERLY CLARK is a composite 
mark made by combining two different surnames, neither 
of -which surnames the Appellant is seeking to monopo¬ 
lize by means of the proposed registration, since it has 
specifically disclaimed the exclusive use of the separate 
word KIMBERLY and the exclusive use of the separate 
word CLARK. (Joint App. 33.) 

Since the Patent Office has failed to show that the mark 
sought to be registered consists “merely in the name of 
an individual ,, , the refusal to register the mark was 
unjustified. 

We submit that the Trial Court in its Opinion erred in 
saying that 

“To sustain the burden of proof in this action, in 
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view of the finding of the Patent Office Examiner, }t 
is necessary for the Plaintiff to show that his marjk 
is not primarily merely a surname wdien considered 
as a whole.” (Joint App. 16.) 

As we have showm in our analysis of the effect of ^ 
proviso or an exception to a broad grant, the burden of 
proof is upon the Commissioner to show that the mark 
clearly falls within the scope of the exception, i. e. h^ 
must show clearly that the mark KIMBERLY CLARK 
‘‘primarily merely a surname”. He has not sustained 
this burden. 


Proposition No. 5. 

A composite trade-mark should not be dissected into its 
elements for the purpose of rejecting each element sepa^ 
rately. The trade-mark should be considered in its en¬ 
tirety. When so considered, the mark KIMBERLY 
CLARK is not “merely the name of an individual”. 

We submit that in his inordinate zeal to avoid criticism 
for granting improper registrations, the Commissioner 
has ignored the admonition of the Supreme Court in the 
Beckwith case, swpra, 252 U. S. 538, 545, 546, that a trade¬ 
mark should be considered as a whole and should not 
be dissected into its separate elements. In this case, the 
Supreme Court said: 

“the commercial impression of a trade-mark is de¬ 
rived from it as a whole, not from its elements sep¬ 
arately and considered in detail. For this reason 
it should be considered in its entirety.” 

Likewise, the mark KIMBERLY CLARK should be con¬ 
sidered in its entirety and should not be dissected into 
its separate elements for the purpose of depriving the 
Appellant of the benefits of the 1905 Act. 
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Nowhere is it contended by the Commissioner that the 
word KIMBERLY CLARK is the name of an individual 
or a surname. He merely says that it is a combination 
of two surnames, neither of which is separately regis¬ 
trable, and he contends that for this reason the combina¬ 
tion is not registrable. 

Appellant admits that the word CLARK is a common 
surname, and that the word KIMBERLY is listed as a 
surname in various directories. However, the fact that 
KIMBERLY and CLARK taken individually are sur¬ 
names and, therefore, not inherently subject to exclusive 
use separately and, accordingly, not independently regis¬ 
trable, does not affect the registrability of the composite 
mark KIMBERLY CLARK. 

Appellant voluntarily filed a disclaimer as to the sep¬ 
arate use of the word KIMBERLY and as to the separate 
use of the word CLARK. Consequently, it cannot be said 
that Appellant is asking the Commissioner to bestow upon 
it a monopoly of the word KIMBERLY or a monopoly of 
the word CLARK. 

The record in this case is barren of any evidence of any 
word or act by Appellant from which it can be contended 
that Appellant has disclaimed the exclusive use or right 
to register the composite mark KIMBERLY CLARK. 
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Proposition No. 6. 

This case, involving the right to register the mark KIM¬ 
BERLY CLARK, is factually different from the case of 
In re Midy Laboratories, 37 U. S. P. Q. 620, affirmed in 42 
U. S. P. Q. 17, 104 F. 2nd 617, 26 C. C. P. A. Patents 1294, 
in which a predecessor of the Commissioner of Patent^ 
in a dictum, stated that a registrable mark cannot be 
formed by combining two elements which are separately 
unregistrable, the breadth of which formula finds nc> 
support in the statute or in Supreme Court decisions 
nor is it justified in equity or by common sense. The 
Bendix-Weiss case, 603 0. G. 546, 74 U. S. P. Q. 309 was; 
wrongly decided by the Patent Office. 

When the registrability of a mark consisting of two 
surnames was presented for adjudication many years ago, 
the Commissioner of Patents in the case of Ex parte Crew- 
Levick Co., 123 MS. Dec. 4, 7 T. M. Rep. 397, decided that 
the mark “CREW-LEVICK” was registrable since “there 
is no reason to suppose that they (the words) are together 
the name of anybody, although the separate words may 
be surnames”. This case was followed and approved in 
the case of Ex parte Pennsylvania Dixie Cement Corpora ¬ 
tion, 2 U. S. P. Q. 146, 156 MS. Dec. 86 (the “PENN-- 
ALLEN” case) in which Commissioner Moore held 
“PENN-ALLEN” to be registrable. The Commissioner 
stated, 

“* * * while the words Penn and Allen, separately 
considered, are surnames, yet the combination forms 
a new entity, a word with no meaning and with no 
function except as a trade-mark for appellant’s mer¬ 
chandise * * * the mark is arbitrary, fanciful and 
novel, and is not the name of an individual, but func¬ 
tions as a trade-mark when appropriated to the appel¬ 
lant’s merchandise. Under these circumstances, it is 


believed that the requirement of the statute is impera¬ 
tive that the mark shall be registered.” (Emphasis 
ours.) 

In view of these cases, it became the practice of the 
Patent Office to register combinations of marks consisting 
only of surnames. 

Then came the case of Ex Parte The Midy Laboratories, 
Inc., 37 U. S. P. Q. 620, affirmed by the Court of Customs 
and Patent Appeals in 42 U. S. P. Q. 17, 104 F. 2nd 617, 
26 C. C. P. A. Patents 1294, in which the applicant sought 
to register the mark “ PIPERAZINE-MIDY”. The word 
“Midy” was a surname. It was conceded that the name 
“PIPERAZINE” was descriptive. In fact it is the sci¬ 
entific name, and the only name, of the goods. See the 
Merck Index, page 436, under Piperazine, which gives the 
formula for this particular chemical compound and states 
that it is used as an antirheumatic and is taken by mouth 
for gout, rheumatism, and lithiasis, the very uses described 
in the application for the “PIPERAZINE-MIDY” regis¬ 
tration. 

The rejection in this Midy case, on the facts in that case, 
was logical and sound. The mark “PIPERAZINE- 
MIDY” is on a par with such expressions as Penicillin- 
Abbott, Chloroform-Squibb, Simmons Mattresses, or Kim¬ 
berly Paper. The word “PIPERAZINE”, being the 
name of the product, was mere surplusage, and the essen¬ 
tial question was whether the word “MIDY”, standing 
alone, was registrable. The Commissioner and the Court 
correctly ruled that, since “MIDY” was a surname, it 
could not be registered in view of the prohibition against 
registration of the “name of an individual”. The Midy 
case did not involve a mark formed by combining two 
surnames. 

In the Midy case, neither the Commissioner of Patents 
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nor the Court of Customs and Patent Appeals mentioned 
the “PENN-ALLEN” case, nor was there any indication 
in the Midy decisions that the “PENN-ALLEN” ca$e 
was considered. Furthermore, in refusing registratiqn 
in the Midy case, it was not necessary to overrule tie 
“PENN-ALLEN” case, because the Midy case, when 
the facts are analyzed, simply reduces itself to the familiar 
principle that an unregistrable name cannot be made reg¬ 
istrable merely by combining it with a dictionary nanie 
which is descriptive of the goods. 

The Bendix-Weiss Case. 

Then came the case of Ex parte Bendix Aviation Corp., 
603 0. G. 546, 74 U. S. P. Q. 309, involving the questioln 
of whether the mark “BENDIX-WEISS”, made by com¬ 
bining merely two surnames, could be registered. Fojr 
some reason Assistant Commissioner Frazer ignored thq 
“PENN-ALLEN” case which authorized such registra¬ 
tions and seized upon a dictum in the Midy case as an 
excuse for rejecting it, thus by implication overruling 
Commissioner Moore’s decision in the “ PENN-ALLEN 
case. 

The Assistant Commissioner’s decision in the BENDIX- 
WEISS case was not appealed. Except for the decision 
of the Trial Court in the case at bar, we have found no 
case in which any court has held that there is anything 
in the 1905 Act which prohibits the registration of a marlf 
formed by combining two surnames. 
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CONCLUSION. 

We submit that: 

1. The evidence shows that the composite mark KIM¬ 
BERLY CLARK serves to distinguish Appellant’s book 
paper from that of other manufacturers, and that it is 
a technical trade-mark, good at common law. 

2. The composite mark KIMBERLY CLARK qualified 
for registration under the general granting clause of Sec¬ 
tion 5 of the 1905 Act, and it is not disqualified by any of 
the provisos or exceptions contained in said section. 

3. The decree of the District Court should be reversed 
and the Trial Court should be directed to award to the 
Plaintiff-Appellant the relief prayed for in the Complaint. 

Respectfully submitted, 

C. Willard Hayes, 

Washington, D. C., 

Cyril A. Soans, 

William E. Anderson, 

135 South LaSalle Street, 
Chicago 3, Illinois, 
Attorneys for Plaintiff-Appellant. 

March 26, 1951. 
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STATEMENT OF QUESTIONS PRESENTED 

The questions presented in this case are (1) whether 
a mark consisting of the surnames of two individuals, 
not distinctively displayed, is registrable under the 
Trade-Mark Act of 1905, in view of the provision of 
Section 5(b) of that act that “2so mark which consists 
merely in the name of an individual, firm, corporation, 
or association not written, printed, impressed or woven 
in some particular or distinctive manner * * * shall be 
registered under the terms of this act”, and (2) whether 
such a mark can properly be registered when the sepa¬ 
rate use of each of the two surnames has been expressly 
disclaimed by the appellant. 
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UntteiJ states Court of Appeals 

DISTRICT OF COLUMBIA CIRCUIT 


APPEAL NO. 10932 


Kimberly-Clark Corporation, appellant 

v. 

John A. Mabzall, Commissioner of Patents, appellee 


APPEAL FROM THE JUDGMENT OF THE UNITED STATES 
DISTRICT COURT FOR THE DISTRICT OF COLUMBIA 


BRIEF FOR THE COMMISSIONER OF PATENTS 

SUMMARY OF ARGUMENT 

1. The purpose of the prohibition in the 1905 Tr^de- 
Mark Act against the registration of a mark consisting 
merely in the name of an individual is to prevent exclu¬ 
sive appropriation which would bar other individuals 
of the same name from using such name in business. 
This principle is equally applicable to a mark consist¬ 
ing merely of two such names. 

2. As a general principle of statutory construction, 
words importing singular number may be applied to 
plural number. 


(i) 




2 


3. The names, Kimberly and Clark, when combined 
do not produce any effect differing from tbe sum of 
tbeir separate effects. 

4. A valid mark cannot properly be made up of two 
parts, each of which has been separately disclaimed. 

ARGUMENT 

The reason for the exclusion of names from registra¬ 
tion is obvious and was clearly stated by the Court of 
Appeals D. C. in Asbestone v. Carey, 41 App. D. C. 507 
as follows: 

“The statute takes from the realm of possible 
registration the name of an individual, firm, corpo¬ 
ration or association, except under conditions not 
existing in this case. This limitation is founded 
upon sound principles of public policy. ‘A man’s 
name is his own property and he has the same right 
to its use and enjoyment as he has to any other 
species of property.’ (Brown Chemical Co. v. 
Meyer, 139 U. S. 540) ” ' 

Similarly, in Rogers v. Simpson, 54 Conn. 527 the 
court said: 

“The law also gives to a manufacturer the right 
to use his owm name as a mark upon his own goods, 
although it be the same as that of another manu¬ 
facturer of similar goods who has previously made 
his name a part of his own trade-mark, if in such 
use by the former there is no false representation.’ r 

It is evident that the granting of an exclusive regis¬ 
tration of a name to the first person of that name to 
apply for it in a particular business would have the 
effect of excluding others of that name from the busi- 
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ness, and it was to prevent this that the “name” clauses 
were included in the trade-mark acts. 

The same public policy which makes it impro 
register the name of one individual makes it e 
improper to register the names of two individuals in 
association. The fact that the chance of anotheij such 
combination of names entering a given business is not 
as great as in the case of a single name, is not control¬ 
ling. Where a single name is involved, it is held to be 
immaterial whether the name is common or rare 
{In re Nisley Shoe Company, 58 F. 2d 426). Clearly, 
the probability that two firms named Smith and Jones 
will independently enter a given business is greater 
than that two individuals named Stoopnagle will Jo so. 
The question of likelihood of duplication, therefore, 
cannot distinguish the use of two names from th^t of 
one. 

Title 1, section 1, of the United States Code profddes 
that: 

“In determining the meaning of any Act or reso¬ 
lution of Congress, passed subsequent to February 
25, 1871, words importing the singular number 
may extend and be applied to several persons ^ * 

unless the context shows that such words were 
intended to be used in a more limited sense.” 

There is clearly nothing in the present case vdiich 
would indicate an intention to limit the word “indi¬ 
vidual” in section 5(b) of the 1905 Act to a single in¬ 
dividual. On the contrary, as above pointed out, the 
principle involved is as well applicable to two names 
as to one. As already noted, there is no more reison 
why the first persons named Smith and Jones who enter 





4 


any given business should have the right to preclude 
any other Smith and Jones who jointly enter the same 
business from using their names, than there is for per¬ 
mitting the first individual of any name who enters the 
business alone to prevent others of the same name from 
using the name in that business. 

There appears to have been no direct ruling by a 
court on the specific question presented here. How¬ 
ever, the decision of Brown Chemical Company v. 
Meyer, 139 U. S. 540, rendered by the Supreme Court 
of the United States, contains dictum clearly support¬ 
ing the decision in the present case. In the cited case 
the Court said: 

“The distinction between the lawful and the un¬ 
lawful use of one’s own name is illustrated in the 
case of Croft v. Bay (17 Beav. 84) in which the 
successor of Day and Martin, originators of the 
famous blacking, filed a bill to enjoin the defend¬ 
ant, a nephew of the elder Day, who had com¬ 
menced business as a blacking maker and was 
using a label of the same color and size, with 
the letters arranged precisely the same and with 
the same name ‘Day and Martin’ on the boxes. 
The defendant was enjoined, the court placing its 
decision, not upon any peculiar or exclusive right 
that the plaintiff had to use the name Day and 
Martin, but upon the fact of the defendant using 
the names with certain circumstances and in 
a manner calculated to mislead the public.” 

The Court then quoted, obviously with approval, the 
following passage from the Croft v. Bay decision: 

“He (the defendant) has a right to carry on the 
business of a blacking manufacturer honestly and 
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fairly; he has a right to the use of his own nhme. 
I will not do anything to deprive him of that or 
any other name calculated to benefit himself iiii an 
honest way; but I must prevent him from u^ing 
it in such a way as to deceive and defraud the 
public.” (Emphasis added.) 

It will be noted that the Supreme Court twice refers 
to Day and Martin as a “name” and evidently regarded 
it exactly as a single name so far as any trade-mark 
significance was concerned; also that the Court’s lan¬ 
guage clearly suggests that no exclusive right cduld 
properly be predicated on “Day and Martin” aline. 
There seems to be no reason why Kimberly-Clark is 
any more entitled to exclusive appropriation as a tech¬ 
nical trade-mark. 

Moreover, it has been repeatedly held by the courts 
that merely adding together two or more words which 
are not registrable separately does not produce a regis¬ 
trable mark. That idea did not, as the plaintiff sedms 
to suggest, originate in the Midy Laboratories Inc. 
case, 42 USPQ 17, 26 CCPA 1294, 104 F.2d 617, al¬ 
though that case does include a clear holding to that 
effect. Similar rulings had been made by the Court of 
Appeals, D. C. when it had appellate jurisdiction frbm 
the Patent Office in Krank v. Phillips, 54 App. D. C. 
180, 295 Fed. 1001, in which “ Krank’s Lemon Cleans¬ 
ing Cream” was held unregistrable as involving merely 
a combination of a name with descriptive matter, and 
in Nairn Linoleum Co. v. Ringwalt, 46 App. D. C. p4, 
in which a mark consisting of a black figure in cokn- 
bination with the words “ Ringwalt’s” and “Linoleurh” 
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was held unregistrable for similar reasons. In the 
latter case the Court said: 

“Indeed, but for the prohibited words there 
really would be no mark at all, since there would 
remain the entirely meaningless black figure.” 

In the present case, if the prohibited words Kimberly 
and Clark were removed, not even a meaningless black 
figure would remain. 

A similar conclusion w r as reached in In re Canada 
Dry Ginger Ale Inc., 24 CCPA S72, 87 F.2d. 736, in 
which the name Canada Dry on a map of Canada was 
held not to be registrable, since neither could be regis¬ 
tered alone. 

It is submitted that the principle of the cases last 
cited is controlling here. There is no good reason why, 
if an unregistrable name and descriptive word are not 
registrable in combination, two unregistrable names 
should be so. The principle is exactly the same in each 
case, namely that nothing plus nothing equals nothing. 

There have also been several cases in which marks 
which actually involved a combination of surnames 
were held unregistrable although the circumstances 
were not precisely the same as in this case. Thus, in 
Schlesinger v. Oppenheim Cigar Co., 11 F.2d. 773, the 
word “Charlies” was held unregistrable as being the 
possessive or plural of “Charles”. Considering it as 
the plural, this would involve more than a single name. 

In In re Marks, 131 F.2d 437, “Lady Chesterfield” 
was held not registrable as being merely a name. Since 
there are nine persons named “Lady” listed in the 
Washington telephone directory it is evident that that 
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mark actually involved a combination of two surnajmes 
and therefore, if the plaintiff’s argument is sobnd, 
should have been registered. 

Similarly, in In re Artesian Mfg. Co., 37 App. I}. C. 
113, it was held that “Deacon Brown” could noj be 
registered. Deacon, as well as Brown, is a fairly com¬ 
mon surname. It seems clear that a holding that the 
present mark is registrable would be at variance \^dth 
the ruling of the Court of Appeals in the case last cited. 
It is true that the Court in that case considered 
“Deacon” as a title rather than a name, but it is equally 
true that if the theory on which the plaintiff here relies 
is correct, the Deacon Brown case was wrongly decided. 

This Court has repeatedly held that marks mad^ up 
of elements which cannot be registered separately, are 
not registrable. Thus in Kraft Cheese Co. v. Coe, 146 
F.2d 313, 79 U. S. App. D. C. 297, it was held that “ Old 
English” was not registrable, since “Old” was descrip¬ 
tive and “English” geographical. In Dixie Bose 
Nursery v. Coe, 76 U. S. App. D. C. 371, 131 F.2d ^46, 
it was held that the addition of a map of Texas t<^ an 
otherwise unregistrable mark did not render it regis¬ 
trable. In the case of In re Meyer Brothers Coffee and 
Spice Co., 32 App. D. C. 277, this Court refused regis¬ 
tration of “America’s Strength” and said: 

“Neither of the words used in this combination 
would, standing alone, be registrable as a trade¬ 
mark for coffee. The word ‘America’ is clearly 
geographical. The word ‘Strength’ if used as a 
mark on coffee, would be descriptive of quality ind 
likewise prohibited by section 5 of the Trade-Mqrk 
Act of 1905. This court has held that a registrqble 
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mark cannot be made by combining two non-regis- 
trable words.” 

In Kentucky Distilleries and Warehouse Co. v. Old 
Lexington Club Distilling Co., 31 App. D. C. 223, it was 
held that “Old Lexington Club” was not registrable 
for whisky since it was made up of a combination of 
geographical and descriptive terms. 

The same position was taken by the Supreme Court 
of the United States in Brown Chemical Co. v. Meyer, 
139 U. S. 540, in which “Brown’s Iron Bitters” was 
held not to be a technical trade-mark since it consisted 
merely of a name and descriptive language. 

In view of the cases cited it seems clear that the axiom 
that nothing plus nothing equals nothing has been con¬ 
sistently applied by the courts to trade-mark registra¬ 
tions. There is no apparent reason why this principle 
should not apply to names. If a combination of geo¬ 
graphic terms with a map or with descriptive terms, 
or a combination of a name with a descriptive term is 
not registrable, then it clearly follows that a combina¬ 
tion of one name with another name is also unregis- 
trable. 

It is noted that in the application for registration 
under the 1905 Act the appellant has disclaimed each 
of the words Kimberly and Clark individually and is 
thus attempting to register a mark made up entirely 
of parts which have been disclaimed separately. No 
precedent for such a practice is cited. On the other 
hand, the decision of the Court of Appeals, D. C. in 
Naim Linoleum Co. v. Bing wait, 46 App. D. C. 64, in 
which both of the words forming the mark had been 
disclaimed, clearly prohibits it and would appear to 



settle the law on that point for this jurisdiction This 
is a further reason for refusing registration. 

It is also to be noted, as more fully pointed out in the 
appellee’s brief in companion appeal No. 10,93$, that 
the appellant has been offered registration of his mark 
under section 2(f) of the 1946 Trade-Mark Acjt, and 
has therefore sustained no material damage through 
the refusal to register it under the Act of 1905. 

CONCLUSION 

For the reasons given, it is submitted that the regis¬ 
tration of the mark here involved would be contrary to 
both the letter and the spirit of the Trade-Mark Act of 
1905, that there is clearly substantial basis for thb deci¬ 
sion of the lower court, and that the decision appealed 
from should be affirmed. 

Respectfully submitted, 

E. L. Reynolds, 

Solicitor, United States Patent Office, 

Attorney for Appelle. 

April, 1951. 
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STATEMENT OF QUESTION PRESENTED 

The question presented in this ease is whether the 
appellant’s mark consisting essentially of two words, 
each of which is merely a surname, is registrable under 
the Trade-Mark Act of 1946 in view of the provision of 
section 2(e) of that act that for refusal of registration 
of a mark which “is primarily merely a surname”. 
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Untteb states Court of Appeals 

DISTRICT OF COLUMBIA CIRCUIT 


APPEAL NO. 10933 


Kimberly-Clark Corporation, appellant 


v. 


John A. Marzall, Commissioner of Patents, appellee 


APPEAL FROM TEE JUDGMENT OF TEE UNITED ST A TES 
DISTRICT COURT FOR TEE DISTRICT OF COLUMBIA. 


BRIEF FOR THE COMMISSIONER OF PATENTS 


SUMMARY OF ARGUMENT 


1. There is no material difference, so far as the situ¬ 


ation presented in this case is concerned between 


the 


prohibition of the 1905 Act against the registration of 
a mark which “consists merely in the name of an in¬ 
dividual” and that of the 1946 Act against the re; 2 ps- 
tration of a mark which “is primarily merely a Sur¬ 


name 


n 


2. The 1946 Act expressly provides that words used 
in the singular shall include the plural unless the con¬ 
trary is plainly apparent from the context. 


(i) 
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3. Prior registrations granted or rulings on regis¬ 
trability by the Patent Office are not binding on this 
Court. 

4. The registrations and decisions relied on by the 
appellant are clearly distinguishable from the situation 
presented here. 

5. Section 2(f) of the 1946 Trade-Mark Act affords 
the applicant all the relief to which he is entitled and, 
in view of the willingness of the Patent Office to register 
his mark under that section, he has sustained no mate¬ 
rial injury. 

ARGUMENT 

The mark here involved, so far as any question of 
registrability is concerned, is substantially identical 
with that involved in companion appeal No. 10,932, the 
differences in the two cases being that in the present 
case registration is sought under the Trade-Mark Act 
of 1946, whereas in the companion case it is sought 
under the Act of 1905, and that disclaimer of the sepa¬ 
rate use of the two names comprising the mark has not 
been made in the present case. The arguments ad¬ 
vanced in the brief of the appellee in appeal No. 10,932 
are therefore applicable, in large part, to the present 
case and it is respectfully requested that that brief be 
considered as incorporated by reference in the present 
one. 

It is not contended that either “Kimberly’’ or 
“Clark” is anything other than “primarily merely a 
surname” and the basic question in this appeal, as in 
the companion one, is, therefore, whether the singular 
includes the plural. In that respect, the basis for re- 
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fusal of registration in the present case is even clearer 
than in the other, since the 1946 Act, in section 45, con¬ 
tains the following provision: 

‘‘ In the construction of this Act, unless the Con¬ 
trary is plainly apparent from the context * * * 
Words used in the singular include the plural 
and vice versa.” 

It seems evident that there is nothing in the context 
of the 1946 Act which makes it plainly apparent tlkat 
the singular “surname” is not intended to include the 
plural. On the contrary, the plain implication appears 
to be that surnames alone do not constitute registrable 
subject matter. I 

The appellant seems to rely heavily on prior rulihgs 
of the Patent Office that various marks are registrable. 
Such holdings, of course, are not binding on this Coutt. 
If the Office has made mistakes in other cases, that dcjes 
not require the Court or the Office to repeat such mis¬ 
takes here (Fessenden v. Coe, 69 App. D. C. 193, j)9 
F. 2d 426). It is for the Court to instruct the Patent 
Office as to what is registrable, rather than the Re¬ 
verse. It would be a strange situation if the inail- 
vertent registration of marks by an examiner should 
be binding for all time upon future actions of tlje 
Patent Office and the courts. However, as will now be 
pointed out, the Patent Office decisions and registra¬ 
tions relied on by the appellant are clearly distinguish¬ 
able from the present situation, and are not in poirtt 
here. Accordingly, whether they are right or wron£ 
need not be determined. 

In the Commissioner’s decision on the present 19Q5 


I 
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Act case (defendant’s exhibit 1, part B) it is stated 
that the Crew-Levick case, on which the appellant 
relies “was apparently based upon the distinctive 
display of the names involved and their combination 
with other features”. That opinion is supported by 
the following quotation from the Crew-Levick decision: 

“Moreover, I think the display of the name in this 
case is distinctive. The trade-mark must be con¬ 
sidered as a whole.” 

Similarly, in the Penn-Allen case the decision was 
based on the ruling that “while the words Penn and 
Allen, separately considered, are surnames, yet the 
combination forms a new entity”. No one would con¬ 
sider that Penn-Allen cement was produced by men 
named Penn and Allen. The suggestion is rather of 
Allentown, Pennsylvania, just as such hotel names 
as Penn-Harris and Penn-Stroud suggest the cities 
in which the hotels are located. In the present ease, 
on the contrary, there is no possible suggestion of a new 
meaning. Everyone would assume that Kimberly- 
Clark products are, or originally were produced by 
men having those names. The two Commissioner’s 
decisions relied on by the appellant are thus clearly 
distinguishable from this case. 

On the other hand, the more recent cases of ex parte 
Bendix Aviation Corporation, 74 USPQ 309 and ex 
parte Brigges and Stratton, 50 USPQ 636 are squarely 
in point here. In those cases the marks Bendix-Weiss 
and Briggs & Stratton, respectively, were held to be 
unregistrable because of the “name” clause of the 
1905 trade-mark act. Those cases and the present 
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one obviously represent the consistent position of the 
Patent Office for at least the past ten years and, if 
the earlier cases relied on by the appellant ar£ in¬ 
consistent with them which, as above explained, ip not 
thought to be the case, then the earlier cases mu^t be 
taken as overruled. The Patent Office is not bouipd to 
follow its former rulings if it later decides that they 
were erroneous (Fessenden v. Coe, 69 App. D. C.i 193, 
99 F. 2d 426). 

The registrations on which the appellant relief are 
definitely distinguishable from the present case $ince 
none of them consists of two names which are pri¬ 
marily merely surnames, as required by section {2(e) 
of the 1946 Act. It is obvious that such words as ^ort, 
Brier, King, Queen, Winter, Wonder, Pearl, and Tone 
are not primarily surnames, and that no one would 
regard Mount Vernon as a combination of such names 
and suppose the goods so marked were produced by 
men named Mount and Vernon. It was precisely to 
permit the registration of words- such as those just 
noted that the words “primarily” and “merely” were 
inserted in the 1946 Act. In the present case, how¬ 
ever, as already noted, the names Kimberly and C^ark 
are certainly primarily, if not exclusively, surna{oaes 
and are words of the exact type which the statutb is 
designed to exclude from registration. 

The Andre Dallioux registration was granted by 
the Assistant Commissioner in a decision reported 
in 83 USPQ 262 on the ground that Andre was the 
first name of the individual applying for registration. 
The fact that it may also be used as a surname does 


not appear to have been considered but it evidently 
was regarded as not being primarily a surname. That 
decision is thus distinguishable from the present case. 
Whether it was right or wrong is not in issue here. 

It is to be noted that although the appellant’s argu¬ 
ments appear to be based largely on the proposition 
that the mark here involved has been used exclusively 
by the appellant for many years and has come to 
designate its goods and no others, the appellant has 
repeatedly refused the offers of the Patent Office 
and the District Court to grant registration under sec¬ 
tion 2(f) of the 1946 Trade-Mark Act, which is 
designed to cover that exact situation. That section 
provides 

“Except as expressly excluded in paragraphs (a), 
(b), (c), and (d) of this section, nothing herein 
shall prevent the registration of a mark used by 
the applicant which has become distinctive of 
the applicant’s goods in commerce. The Commis¬ 
sioner may accept as prima facie evidence that the 
mark has become distinctive, as applied to the 
applicant’s goods in commerce, proof of substan¬ 
tially exclusive and continuous use thereof as a 
mark by the applicant in commerce for the five 
years next preceding the date of the filing of the 
application for its registration.” 

The appellant’s objection that registration under 
paragraph 2(f) would “forever stigmatize” its mark 
as a “non-technical mark” appears to involve merely 
a quibble over words. The 1946 Act makes no distinc¬ 
tions, in effect, between registration on the principal 
register under section 2(f) and other sections. If the 
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claim of five years exclusive use is valid, a registra¬ 
tion under section 2(f) should be as effective as any 
other. The suggestion that the appellant might de¬ 
sire to extend its mark to other goods and would then 
be required to wait for five years exclusive u^e is 
speculative, and moreover, such a waiting period would 
involve no real hardship. It is submitted, therefore, 
that a registration under section 2(f) would afford all 
the relief to which the appellant is entitled. 

CONCLUSION 

For the reasons given, it is submitted that the deci¬ 
sion below was clearly correct and that it should be 
affirmed. 

Respectfully submitted, 

E. L. Reynolds, 
Solicitor, United States Patent Office, 

Attorney for Appellee. 

April 1951. 
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Mttttrh States (Emtrt of Appeals 

FOR THE DISTRICT OF COLUMBIA. 


No. 10933. 


KIMBERLY-CLARK CORPORATION, 

Appellant, 


vs. 


JOHN A. MARZALL, United States Commissioner 

of Patents, 


Appellee. 


APPEAL FROM THE DISTRICT COURT OF THE UNITED STATES 
FOR THE DISTRICT OF COLUMBIA. 


BRIEF FOR PLAINTIFF-APPELLANT. 


The Question Presented. 

The question is whether the mark KIMBERLY-CLARK, 
Appellant’s trade-mark by which the goods of Appellant 
may be distinguished from the goods of others, and which 
mark is not a surname, is registrable in the United States 
Patent Office under Section 2 of the Trade-Mark Act of 
1946, Chapter 540, Title 1, Section 2, 60 Stat. 428, 15 
U. S. C. Section 1052, which reads in part as follows: 

Sec. 2. “No trade-mark by w T hich the goods of the 
applicant may be distinguished from the goods of 
others shall be refused registration on the principal 
register on account of its nature unless it * * * 

(e) consists of a mark which * * * 

(3) is primarily merely a surname.” 




2 


INDEX AND TABLE OF CASES. 


Subject Index. page 

The Question Presented. 1 

Jurisdictional Statement. 5 

Statement of the Case. 6 

Statutes Involved. 7 

Statement of Points. 7 

Summary of Argument. 10 

Argument . 12 


Proposition No. 1. The intent of the Trade-Mark 
Act of 1946 was to afford the fullest possible 
protection to the owner of a trade-mark used in 
federal commerce, and it is the duty of the Com¬ 
missioner to assist an applicant to obtain a regis¬ 
tration if at all possible, rather than to invent 


an excuse for rejecting it. 12 

Proposition No. 2. The sole purpose of the “sur¬ 
name” proviso of the 1946 Act was to protect 
every other person’s right to use his own sur¬ 
name . 16 


Proposition No. 3. Any error in judgment result¬ 
ing in the allowance of a registration involves 
no substantial injury to the public in view of the 
full opportunity for subsequent opposition or 
cancellation . 17 

Proposition No. 4. Where a statutory grant is ex¬ 
pressed in general terms, any exception or pro¬ 
viso requires the strictest interpretation, and 
any doubt should be resolved in favor of one who 
qualifies under the general grant. 

In this case, Appellant qualifies under the general 
grant of Section 2 because the composite mark 
Kimberly-Clark has been shown to be a mark 
used to identify Appellant’s papers. The mark 
is a composite mark formed from two surnames 
and is not embraced within the proviso which 
prohibits the registration of a mark which is 
“primarily merely a surname”. 18 
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Proposition No. 5. A composite trade-mark should 
not be dissected into its elements for the pur¬ 
pose of rejecting each element separately. The 
trade-mark should be considered in its entirety. 
When so considered, the mark Kimberly-Clark 
is not “primarily merely a surname”. 22 

Proposition No. 6. This case, involving the right 
to register the mark Kimberly-Clark, is factu¬ 
ally different from the case of In re Midy Labo¬ 
ratories, 37 U. S. P. Q. 620, affirmed in 42 U. S. 

P. Q. 17, 104 F. 2nd 617, 26 C. C. P. A. Patents 
1294, in which a predecessor of the present Com¬ 
missioner of Patents, in a dictum, stated that 
a registrable mark cannot be formed by com¬ 
bining two elements which are separately unreg- 
istrable, the breadth of which dictum finds no 
support in the statute, nor is it justified in 
equity or by common sense. The Bendix-Weiss 
case, 603 6. G. 546, 74 U. S. P. Q. 309, was 


wrongly decided by the Patent Office. 23 

The Bendix-Weiss Case. 25 


Proposition No. 7. The Patent Office has no right 
to compel the owner of a trade-mark to register 
it under paragraph (f) of Section 2 of the Act 
when the trade-mark is eligible for registration 
without recourse to paragraph (f). The accept¬ 
ance of a paragraph (f) registration would for¬ 
ever stigmatize the mark as a non-technical 


mark not good at common law. 28 
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Conclusion . 35 
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JTJBISDICTIONAL STATEMENT. 

(a) This case arises out of the refusal of the Commis¬ 
sioner of Patents to grant trade-mark registrations upon 
applications filed by the Appellant, Kimberly-Clark Cor¬ 
poration, under the Act of July 5, 1946. Because of such 
refusal, the Applicant, Kimberly-Clark Corporation, the 
Appellant here, filed a civil action in the United States 
District Court for the District of Columbia against the 
Commissioner of Patents pursuant to the provisions of 
R. S. Section 4915, February 9, 1893, C. 74, Section 9, 27 
Stat. 436, 35 U. S. C. Section 63, and Section 21 of the 
Trade-Mark Act of July 5, 1946, C. 540, Title 1, Section 
21, 60 Stat. 435, 15 U. S. C. Section 1071. This appeal is 
taken under the Act of June 25, 1948, C. 646, Sec. 1, 62 
Stat. 929, 28 U. S. C. Section 1291. 

(b) In the Complaint (Joint App. 8), it is alleged that 
Plaintiff, Kimberly-Clark Corporation, a Delaware Cor¬ 
poration, on December 19, 1947, filed its applications Serial 
Nos. 544,877 and 544,878 under the Act of July 5, 1946, 
for registration of the trade-mark KIMBERLY-CLARK; 
that all of the statutory requirements and all of the rules 
relating to such applications were duly complied with, but 
that the Patent Office in the person of the Examiner of 
Trade-Marks and then in the person of the Commissioner 
finally refused to grant the applications for registration 
on the ground that the trade-mark consisted merely of the 
two words KIMBERLY and CLARK which are primarily 
merely surnames. 

(c) The jurisdiction of the District Court was admitted 
in the defendant’s answer (Joint App. 10). 



STATEMENT OF THE CASE. 


The stipulated testimony (Joint App. 64) shows that 
Plaintiff-Appellant is engaged in manufacturing paper, 
which business w*as commenced by a predecessor partner¬ 
ship in the year 1872 under the name Kimberly-Clark and 
which name, upon incorporation in 18S0, wras changed to 
Kimberly and Clark Company. The name Kimberly-Clark 
Corporation was adopted in the year 1928, and the mark 
“KIMBERLY-CLARK” has been used and prominently 
displayed on the printing paper made by Plaintiff and its 
predecessors since the year 1872. 

Plaintiff’s witness, Marty, after having first been duly 
qualified to testify as to trade practices (Joint App. 29, 
30) testified as follow’s: 

“Question: In your w r ork as market analyst for 
Kimberly-Clark Corporation, have you found any evi¬ 
dence from which you can state of your own personal 
knowledge whether your customers in the paper trade 
throughout the United States recognize any trade¬ 
mark as identifying the products of your company 
and distinguishing them from the goods of all others? 

“Answer: Yes. 

“Question: What trade-mark is so used and recog¬ 
nized in your trade? 

“Answer: I found that the name Kimberly Clark 
is the mark that distinguishes the papers of our man¬ 
ufacture from other papers.” 

The trade-mark for which registration has been refused 
consists of the composite word KIMBERLY-CLARK 
(Joint App. 43, 55). 

We agree writh the Trial Court’s finding No. 6 (Joint 
App. 21) to the effect that, “Each of the words Kimberly 
and Clark is primarily merely a surname”. 

Applications Serial Nos. 544,877 and 544,878 for regis- 



tration of the trade-mark upon the Principal Register of 
the 1946 Act (Joint App. 45, 57), were filed on December 
19, 1947. These applications request registration as tech- 
nical marks without recourse to paragraph (f) of Sec¬ 
tion 2 of the 1946 Act. They were finally rejected by the 
Examiner and the Assistant Commissioner affirmed the 
rejections on November 29, 1949 (Joint App. 51, 63). 

| 

STATUTES INVOLVED. 

The controversy in this case involves the interpretation 
of the new Trade-Mark Act of July 5, 1946, Public Law 
489, 79th Congress, Chapter 540, 60 Stat. 427, 15 U. S. C. 
Chapter 22. In this brief said Act will hereinafter be re¬ 
ferred to as the Act of 1946 or the 1946 Act. 

The particular section of the 1946 Act which is in con¬ 
troversy is Section 2 (15 U. S. C. 1052), the pertinent parts 
of which read as follows: 

Sec. 2. “No trade-mark by which the goods of the 
applicant may be distinguished from the goods of 
others shall be refused registration on the principal 
register on account of its nature unless it * * # . 

(e) consists of a mark which, * * * 

(3) is primarily merely a surname.” 

STATEMENT OF POINTS. 

Point 1. In refusing registration, each of the prior tri¬ 
bunals overlooked the intent of the 1946 Act, the purpose 
of which was to benefit the public and owners of trade¬ 
marks. 

Point 2. Each of the prior tribunals failed to apply the 
principle that where a statutory grant is expressed in gen¬ 
eral terms limiting provisos or exceptions should be 
strictly construed in favor of those persons whom the gen¬ 
eral statutory grant was intended to benefit. 





Point 3. The prior tribunals failed to apply the prin¬ 
ciple that in case of doubt as to the correct interpretation 
of the 1946 Act, such doubt should be resolved in favor of 
the applicant for registration, because, in the event of any 
improvident decision in the applicant’s favor, all persons 
are fully protected under the 1946 Act by their right to 
oppose the grant of the registration or, if by inadvertence 
no opposition is filed, they may file a petition to cancel the 
registration. 

Point 4. Appellant having established without contra¬ 
diction that the mark KIMBERLY-CLARK is used to dis¬ 
tinguish its goods “from the goods of others” (1946 Act, 
Section 2), the mark is thereby shown to be prima facie 
registrable under the statute. In order to refuse registra¬ 
tion, the Commissioner should be required to show, at least 
by a preponderance of evidence, that the mark is of a 
type which is included in one of the exceptions or provisos 
of the statute, i. e. that the mark (in this case) is pri¬ 
marily merely a surname. The Commissioner failed to 
present any evidence to the effect that the mark KIM¬ 
BERLY-CLARK is a surname. 

Point 6. Each of the lower tribunals erred in so con¬ 
struing the 1946 Act that no mark consisting of two or 
more elements can be registered unless it contains at least 
one element which is separately and independently regis¬ 
trable. 

Point 7. Each of the lower tribunals erred in dissecting 
Appellant’s trade-mark into separate elements and in 
treating the applications for registration as applications 
to register separately each of the elements so dissected, 
although Appellant is willing to disclaim the exclusive 
separate use of each separate element of its mark. 

Point 8. The trial court in making its finding No. 8 
(Joint App. 21), erred in holding in effect that the com- 



bination mark KIMBERLY-CLARK has no meaning other 
than the sum of the separate meanings of the separate 
names. The word KIMBERLY is a surname and tile 
word CLARK is a surname, but the composite word KIM¬ 
BERLY-CLARK is not a surname. The evidence sho\*fs 
without contradiction that the mark KIMBERLY-CLAR^l 
is used and functions as a mark of identification for Ap¬ 
pellant’s papers, and there is no evidence that the mark 
has any other meaning or function. 


10 


SUMMARY OF ARGUMENT. 

Proposition No. 1. 

The intent of the Trade-Mark Act of 1946 was to afford 
the fullest possible protection to the owner of a trade¬ 
mark used in federal commerce, and it is the duty of the 
Commissioner to assist an applicant to obtain a registra¬ 
tion, if at all possible, rather than to invent an excuse for 
rejecting it. 

Proposition No. 2. 

The sole purpose of the “surname” proviso of the 1946 
Act was to protect any other person’s right to use his own 
surname. 

Proposition No. 3. 

Any error in judgment resulting in the allowance of a 
registration involves no substantial injury to the public 
in view of the full opportunity for subsequent opposition 
or cancellation. 

Proposition No. 4. 

Where a statutory grant is expressed in general terms, 
any exception or proviso requires the strictest interpreta¬ 
tion, and any doubt should be resolved in favor of one 
who qualities under the general grant. 

In this case, Appellant qualifies under the general grant 
of Section 2 because the composite mark KIMBERLY- 
CLARK has been shown to be a mark used to identify 
Appellant’s papers. The mark is a composite mark formed 
from two surnames and is not embraced within the pro¬ 
viso which prohibits the registration of a mark which is 
“primarily merely a surname”. 
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Proposition No. 5. 

A composite trade-mark should not be dissected into i^s 
elements for the purpose of rejecting each element sep¬ 
arately. The trade-mark should be considered in its en¬ 
tirety. When so considered, the mark KIMBERLY- 
CLARK is not “primarily merely a surname”. 

Proposition No. 6. 

This case, involving the right to register the mark KIM¬ 
BERLY-CLARK, is factually different from the case c|f 
In re Midy Laboratories, 37 U. S. P. Q. 620, affirmed i^i 
42 U. S. P. Q. 17; 104 E. 2d 617, 26 C. C. P. A. Patents 1294, 
in which a predecessor of the present Commissioner qf 
Patents, in a dictum, stated that a registrable mark caij- 
not be formed by combining two elements which are sep¬ 
arately unregistrable, the breadth of which dictum finds 
no support in the statute, nor is it justified in equity or bjf 
common sense. The Bendix-Weiss case, 603 0. G. 546, 74 
U. S. P. Q. 309, was wrongly decided by the Patent Officb. 

Proposition No. 7. 

The Patent Office has no right to compel the owner o 
a trade-mark to register it under paragraph (f) of Seep 
tion 2 of the Act when the trade-mark is eligible for regisL 
tration without recourse to paragraph (f). The accept¬ 
ance of a paragraph (f) registration would forever stigma¬ 
tize the mark as a non-technical mark not good at com¬ 
mon law. 
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ARGUMENT. 


Proposition No. 1. 

The intent of the Trade-Mark Act of 1946 was to afford the 
fullest possible protection to the owner of a trade-mark 
used in federal commerce, and it is the duty of the Com¬ 
missioner to assist an applicant to obtain a registration 
if at all possible, rather than to invent an excuse for 
rejecting it. 

In the companion case, No. 10932, we have pointed out 
that the foregoing principle applies to the prior trade¬ 
mark act, the Act of 1905. The Supreme Court in dis¬ 
cussing the 1905 Act in the case of American Foundries v. 
Robertson, 269 U. S. 372, 381, said: 

“The House Committee on Patents, in reporting the 
bill which upon enactment became the registration 
statute in question, said: l Sectio7i 5 of the proposed 
bill we believe will permit the registration■ of all marks 
which could, under the common law as expounded by 
the court, be the subject of a trade-mark and become 
the exclusive property of the party using the same as 
his trade mark.’ Report No. 3147, Dec. 19, 1904, H. of 
R., 58th Cong., 3d Sess. ” (Emphasis ours.) 

The Supreme Court in the case of Beckwith v. Commis¬ 
sioner of Patents , 252 U. S. 538, 543, further said in effect 
that the purpose of the 1905 Act was to provide for the 
registration of all marks which at common law would be 
entitled to protection as trade-marks, using the following- 
language : 

“The Registration Act of 1905 (33 Stat. 724), 
amended in 1906 (34 Stat. 168) and in 1909 (35 Stat. 
627) and in 1913 (37 Stat. 649), without changing the 
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substantive law of trade-marks, provided, in the man¬ 
ner prescribed, for the registration of marks, (subject 
to special exceptions) which, without the statute, would 
be entitled to legal and equitable protection, * * V’ 
(Emphasis ours.) 

And, discussing the 1905 Act, the Supreme Court in the 
same case referred to the benefits of a registration stat¬ 
ute in the following language: 

“Of course, refusal to register a mark does not pre¬ 
vent a former user from continuing its use, but it de¬ 
prives him of the benefits of the statute, and this 
should not be done if it can be avoided by fair, even 
liberal, construction of the act, designed as it is to pro¬ 
mote the domestic and foreign trade of our country 
(Emphasis added.) 

We have found nothing in the legislative history of the 
1946 Act which would indicate that it was the intent of 
Congress to treat owners and applicants for registration 
of trade-marks less liberally than was done in the case 
of the 1905 Act. On the contrary, we believe that an ex¬ 
amination of the legislative history of the 1946 Act clearly 
shows that it was intended to expand the rights of trade¬ 
mark owners so far as registration is concerned, and not 
to restrict their registration rights as compared with their 
rights under the 1905 Act. 

Report No. 1333 of the Senate Committee on Patents 
dated May 14, 1946, was substantially unchanged by the 
conference report dated June 24, 1946, following which the 
bill was passed. In Senate Committee report No. 1333 we 
find the following on page 3 under the heading “The 
Statutes ’ ’: 

“The purpose of this bill is * * * to simplify regis¬ 
tration and to make it stronger and more liberal, to 
dispense with mere technical prohibitions and arbitrary 
provisions * * 
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Under the heading “Basic Purposes of Trade-Mark Leg¬ 
islation,” page 3, we find the following: 

“* * * where the owner of a trade-mark has spent 
energy, time, and money in presenting to the public the 
product, he is protected in his investment from its 
misappropriation by pirates and cheats. This is the 
well-established rule of law protecting both the public 
and the trade-mark owner. ’ ’ 

Under the heading “Trade-Marks Defeat Monopoly by 
Stimulating Competition,” page 3, we find: 

“This bill, as any other proper legislation on trade¬ 
marks, has as its object the protection of trade-marks, 
securing to the owner the good will of his business 
and protecting the public against spurious and falsely 
marked goods.” 

• # # * # 

“Trade-marks are not monopolistic grants like pat¬ 
ents and copyrights.” 

On page 4 of the Report we find: 

“The protection accorded trade-marks is merely pro¬ 
tection against swindling.” 

On page 5 of the Report we find: 

“This bill attempts to accomplish these various 
things: 

• * # • * 

“4. To remedy constructions of the present acts 
which have in several instances obscured and per¬ 
verted their original purpose. These constructions 
have become so ingrained that the only way to change 
them is by legislation. 

“5. Generally to simplify trade-mark practice, to 
secure trade-mark owners in the goodwill which they 
have built up, and to protect the public from impo¬ 
sition by the use of counterfeit and imitated marks 
and false trade descriptions.” 
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On page 6 of the Report, we find: 

“* * * a sound public policy requires that trade-marks 
should receive nationally the greatest protection that 
can he given them. ’ ’ 

Section 1 of the 1946 Act says “that the owner of a 
trade-mark * * * may register his trade-mark • # * 
on the principal register • * * by * * (Here fol¬ 

lows a list of the formal requirements.) 

An examination of Section 2 of the 1946 Act, in view of 
Section 1, clearly shows that it w’as the intent of Congress 
to permit registration of all trade-marks subject only to 
certain specific exceptions. These exceptions are types of 
marks (1) the use of which either would be against public 
policy, or (2) which other members of the public have the 
right to use. 

As examples of the first type referred to, Section 2 ex¬ 
cludes those marks which are immoral or scandalous, or 
which simulate the flags or insignia of nations or mu¬ 
nicipalities. As examples of the second type of mark, 
Congress excludes any mark which is descriptive of the 
goods or which can be used to indicate the place where the 
goods are made, or which is the name of another person, 
non-consenting individual, or which is a surname. 

The plain intent of Congress was not to deny registra¬ 
tion of any mark unless the exclusive use of it as a trade¬ 
mark would not be sanctioned at common law. In other 
words, the exceptions listed by Congress are marks which 
inherently are not good trade-marks at common law. It 
follows, therefore, that if a mark be denied registration, 
such rejection would naturally be used by a defendant in a 
common law infringement suit as an argument against the 
validity of the trade-mark. 

Hence, it would seem that, as a matter of plain justice, 
in administering the Act, the Commissioner should give 
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due regard to the purposes of the Act and should permit 
registration of a mark on the principal register unless it 
clearly appears that the mark is of the objectionable type 
(1) or (2) above referred to. 


Proposition No. 2. 

The sole purpose of the “surname” proviso of the 1946 
Act was to protect every other person’s right to use his 
own surname. 

Even at common law the right of an individual to use 
his own name on his goods is only a qualified right. If 
another person has used a surname for so long a period 
and so extensively that the public has come to look upon 
that surname as a mark of identification of the concern 
making that article, then that surname is said to have 
developed a “secondary significance”. The use of a sur¬ 
name on those particular goods then means that the goods 
are made by that particular manufacturer and not by any 
other person who happens to have that surname. Xo other 
person having that surname can thereafter adopt that bare 
surname as a trade-mark for those particular goods. He 
merely retains his right to use his own name on the goods, 
but not to use it as a trade-mark, and to use it only when 
distinguished from the bare surname by use in connec¬ 
tion with a Christian name or some other means to pre¬ 
vent confusion with the original manufacturer. 

That is why we say that a person’s right to use his 
own surname is a qualified right at best. The requested 
registration would not interfere with any such right, be¬ 
cause nobody has the name KIMBERLY-CLARK. Fur¬ 
thermore, the Appellant in the companion case under the 
1905 Act has disclaimed any exclusive rights in connec¬ 
tion with the separate use of the surname KIMBERLY, 
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and the separate use of the surname CLARK, and is ready 
to make like disclaimers in these cases under the 1946 
Act. Appellant here is merely asking for registration of 
the composite mark KIMBERLY-CLARK in its entirety 
(Joint App. 43, 55). 

Consequently, it is our position that the Patent Office 
in determining whether or not a mark is a surname should 
address itself only to the question of whether the regis¬ 
tration of the mark would deprive the public of any priv¬ 
ilege which is now exercised by the public, or which would 
normally be exercised by the public. When subjected to 
that test, the mark KIMBERLY-CLARK, which is not 
the surname of any individual, is clearly registrable. 

Proposition No. 3. 

Any error in judgment resulting in the allowance of a reg¬ 
istration involves no substantial injury to the public in 
view of the full opportunity for subsequent opposition 
or cancellation. 

The ultimate interests of both the applicant and the 
public are involved in the allowance or rejection of an 
application for registration of a mark under the Act of 
1946. A mistake in judgment resulting in a refusal to 
register always injures the applicant, and may also dam¬ 
age the public, because of the greater probability of fraud 
and deception. On the other hand, a mistake in judgment 
due to resolving the doubt in favor of the applicant in¬ 
volves no substantial injury to the public, because Sec¬ 
tions 13 and 14 of the 1946 Act provide for the filing of 
an opposition, or a petition to cancel, by any one claiming 
to be injured by a prospective or existing registration. 

In these respects, the examination of trade-marks in¬ 
volves considerations quite different from those in patent 
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cases. In patent cases, there are no provisions for oppo¬ 
sition or cancellation. Hence, an over-liberal granting of 
patents might have serious effect upon the rights of the 
public, whereas in trade-mark cases, the public has ample 
protection against a too-liberal Patent Office policy. Yet 
in patent applications doubts are supposed to be resolved 
in favor of the applicant. 


Proposition No. 4. 

Where a statutory grant is expressed in general terms, any 
exception or proviso requires the strictest interpreta¬ 
tion, and any doubt should be resolved in favor of one 
who qualifies under the general grant. 

In this case, Appellant qualifies under the general grant 
of Section 2 because the composite mark KIMBERLY- 
CLARK has been shown to be a mark used to identify 
Appellant’s papers. The mark is a composite mark 
formed from two surnames and is not embraced within 
the proviso which prohibits the registration of a mark 
which is “primarily merely a surname.” 

In this case Appellant qualifies under the general grant 
of Section 2, because the composite mark KIMBERLY- 
CLARK has been shown to be a mark used to identify 
Appellant’s paper. The mark is a composite mark formed 
from the surnames of two individuals and should not be 
refused registration by unjustifiably expanding the scope 
of that proviso which only prohibits the registration of a 
mark which “is primarily merely a surname”. 

The name KIMBERLY-CLARK is not “primarily 
merely a surname”. There is no such surname. It is 
formed by combining two different surnames. The sur¬ 
name clause of Section 2 by its words does not prohibit 
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the registration of a composite mark formed by combiniiig 
two surnames. 

Section 2 of the 1946 Act says that: 

“No trade-mark by which the goods of applicant may 
be distinguished from the goods of others shall Ipe 
refused registration on the principal register on ap- 
count of its nature, unless it * * * 
consists of a mark which * * * 
is primarily merely a surname * * 

It is seen that this exception is set up in an exception 
or proviso which follows the general enactment to tlje 
effect that “no mark by which the goods of the applicant 
may be distinguished from the goods of others shall f|e 
refused registration on the principal register unless i|fc. 
etc.” The law is clear that under these circumstance^, 
i. e. where a proviso seeks to except something from the 
general language of a remedial statute, the proviso should 
be strictly construed and that the exceptions must bp 
clearly established. See U. S. v. Dickson, 40 U. S. 14^, 
15 Peters 14 (Story, J.): 

“* * * we are led to the general rule of law which has 
always prevailed, and become consecrated almost a(s 
a maxim in the interpretation of statutes, that wherjs 
the enacting clause is general in its language and 
objects and a proviso is afterwards introduced, that 
proviso is construed strictly, and takes no case out 
of the enacting clause which does not fall fairly within 
its terms. In short, a proviso carves special excep¬ 
tions only out of the enacting clause; and those who 
set up any such exception, must establish it as being 
within the words as well as within the reason thereof, j 
(Emphasis added.) 

We know of no decision which has overruled U. S. vi 
Dickson, 40 U. S. 141, supra. The same principle is 
affirmed in U. S. v. Morrow, 266 U. S. 531. 
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In Ryan v. Carter, 93 U. S. 78, the Supreme Court lays 
down the rule that, in construing a proviso, that construc¬ 
tion should be adopted which withdraws the least possible 
number of cases from the operation of the statute. Speak¬ 
ing of the words of the proviso, the Court said on page 
84: 

“It may be that the words, taken in their usual 
sense, would exclude the case of Dodier; but if it can 
be gathered, from a view of the whole law, and others 
in pari materia, that they were not used in that sense, 
and if they admit of another meaning in perfect har¬ 
mony with the general scope of the statute, it will 
be adopted as the declaration of the will of Congress. 
Especially is this so when this construction ivithdraws 
the least number of cases from the operation of the 
statute.” (Emphasis added.) 

The cases are reviewed in Thompson v. United States, 
258 Fed. 196, 201, in which the Court said: 

“A proviso must be construed strictly, and it takes 
no case out of the enacting clause which does not fall 
fairly within its meaning. It carves special exceptions 
only out of the enacting clause, and those who set up 
any such exception must establish it as being within 
the icords, as well as within the reason thereof 
(Citing numerous cases.) (Emphasis ours.) 

Applying these familiar principles, it would seem that 
unless beyond all reasonable doubt the mark of Appellant 
is shown to be “primarily merely a surname”, it is the 
duty of the Patent Office to register it. Should there be 
any lingering doubts, those doubts should be resolved in 
favor of Appellant. See Ex parte Kullman, Salz & Co., 
8 T. M. Rep. 318; also National Food Broker’s Association, 
17 T. M. Rep. 409. 

Applying the law to the facts of this case, it is seen that 
the mark KIMBERLY-CLARK is not the surname of any 
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individual living or dead, or the Patent Office Examiner 
would have discovered it. Nor did the Commissioner 
contend that the mark KIMBERLY-CLARK was a sur¬ 
name, and the Trial Court made no such finding. 

Actually, the name KIMBERLY-CLARK is a composite 
mark made by combining two different surnames, neither 
of which surnames the Appellant is seeking to monopo¬ 
lize by means of the proposed registrations, since it has 
repeatedly offered to disclaim from the scope of these 
registrations any rights in respect of the separate uSe 
of the word KIMBERLY and the separate use of tlie 
word CLARK. The Appellant here has voluntarily made 
such a disclaimer in its application for registration pf 
the mark KIMBERLY CLARK under the 1905 Act (see 
Joint App. 33), because Appellant is in complete accord 
with the principle that a registration should not be usdd 
to create an exclusive right to the separate use of a word 
which is separately not registrable. 

We submit that the Court in its Opinion, erred in saying 
that: 

“To sustain the burden of proof in this action, in 
view of the finding of the Patent Office Examiner, it 
is necessary for the Plaintiff to show that his mark 
is not primarily merely a surname when considered 
as a whole.” (Joint App. 16.) 

As we have shown in our analysis of the effect of a 
proviso or an exception to a broad grant, the burden of 
proof is upon the Commissioner to show that the marls: 
clearly falls within the scope of the exception, i. e., h£ 
must show clearlv that the mark KIMBERLY-CLARK is 
“primarily merely a surname”. He has not sustained 
this burden. 
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Proposition No. 5. 

A composite trade-mark should not be dissected into its 
elements for the purpose of rejecting each element sepa¬ 
rately. The trade-mark should be considered in its en¬ 
tirety. When so considered, the mark KIMBERLY- 
CLARK is not “primarily merely a surname.” 

We submit that in his inordinate zeal to avoid criti¬ 
cism for granting improper registrations, the Commissioner 
has ignored the admonition of the Supreme Court in the 
Beckwith case, supra, 252 U. S. 538, 545, 546, that a trade¬ 
mark should be considered as a whole and should not be 
dissected into its separate elements. In this case, the Su¬ 
preme Court said: 

“the commercial impression of a trade-mark is de¬ 
rived from it as a whole, not from its elements sep¬ 
arated and considered in detail. For this reason It 
•/ 

should be considered in its entirety.” 

Likewise, the mark KIMBERLY-CLARK should be 
considered in its entirety and should not be dissected into 
its separate elements for the purpose of depriving the 
Appellant of the benefits of the 1946 Act. 

Nowhere is it contended by the Commissioner that the 
word KIMBERLY-CLARK is the name of an individual 
or a surname. He merely says that it is a combination 
of two surnames, neither of which is separately regis¬ 
trable, and he contends that for this reason the combina¬ 
tion is not registrable. 

Appellant admits that the word CLARK is a common 
surname, and that the word KIMBERLY is listed as a 
surname in various directories. However, the fact that 
KIMBERLY and CLARK taken individually are sur¬ 
names and, therefore, not inherently subject to exclusive 





23 


use separately and, accordingly, not independently regis¬ 
trable, should not affect the registrability of the composite 
mark KIMBERLY-CLARK, considered in its entirety. 

As we have shown, Appellant is willing to file a dis¬ 
claimer as to the separate use of the word KIMBERLY 
and as to the separate use of the word CLARK. Conse¬ 
quently, it cannot be asserted that Appellant is askifig 
the Commissioner to bestow upon it a monopoly of the 
word KIMBERLY or a monopoly of the word CLARK. 


Proposition No. 6. 

This case, involving the right to register the mark KIM¬ 
BERLY-CLARK, is factually different from the case of 
In re Midy Laboratories, 37 U. S. P. Q. 620, affirmed in 
42 U. S. P. Q. 17, 104 F. 2nd 617, 26 C. C. P. A. Pat¬ 
ents 1294, in which a predecessor of the present Commis¬ 
sioner of Patents, in a dictum, stated that a registrable 
mark cannot be formed by combining two elements which 
are separately unregistrable, the breadth of which dictum 
finds no support in the statute, nor is it justified in equity 
or by common sense. The Bendix-Weiss case, 603 0. $1. 
546, 74 U. S. P. Q. 309, was wrongly decided by tile 
Patent Office. 

When the registrability of a mark consisting of tvto 
surnames was presented for adjudication many years ago, 
the Commissioner of Patents in the case of Ex parte 
Crew-Levick Co., 123 MS. Dec. 4, 7 T. M. Rep. 397, de¬ 
cided that the mark “CREW-LEVICK” was registrable 
since “there is no reason to suppose that they (the words) 
are together the name of anybody, although the separate 
words may be surnames”. This case was followed arid 
approved in the case of Ex parte Pennsylvania Dixie 
Cement Corporation, 2 U. S. P. Q. 146, 156 MS. Dec. 86, 
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(the “PENN-ALLEN” case) in which Commissioner 
Moore held “PENN-ALLEN” to be registrable. The 
Commissioner stated, 

“* * * while the words Penn and Allen, separately- 
considered, are surnames, yet the combination forms 
a new entity, a word with no function except as a 
trade-mark for appellant’s merchandise * * * the mark 
is arbitrary, fanciful and novel, and is not the name 
of an individual, but functions as a trade-mark -when 
appropriated to the appellant’s merchandise. Under 
these circumstances, it is believed that the require¬ 
ment of the statute is imperative that the mark shall 
be registered.” (Emphasis ours.) 

In view of these cases, it became the practice of the 
Patent Office to register combinations of marks consisting 
only of surnames. 

Then came the case of Ex parte The Midy Laboratories, 
Inc., 37 U. S. P. Q. 620, affirmed by the Court of Customs 
and Patent Appeals in 42 U. S. P. Q. 17, 104 F. 2nd 617, 
26 C. C. P. A. Patents 1294, in which the applicant sought 
to register the mark “PLPERAZINE-MIDY”. The word 
“Midy” was a surname. It was conceded that the name 
“PIPERAZINE” was descriptive. In fact it is the sci¬ 
entific name, and the only name, of the goods. See the 
Merck Index, page 436, under Piperazine, -which gives the 
formula for this particular chemical compound and states 
that it is used as an antirheumatic and is taken by mouth 
for gout, rheumatism, and lithiasis, the very uses de¬ 
scribed in the application for the “ PIPERAZINE-MIDY” 
registration. 

The rejection in this Midy case, on the facts in that case, 
was logical and sound. The mark ‘ 1 PIPERAZINE-MIDY ’ ’ 
is on a par with such expressions as Penicillin-Abbott, 
Chloroform-Squibb, Simmons Mattresses, or Kimberly 
Paper. The word “PIPERAZINE”, being the name of 
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the product, was mere surplusage, and the essential ques¬ 
tion was whether the word “MIDY”, standing alone, was 
registrable. The Commissioner and the Court correctly 
ruled that, since “MIDY” was a surname, it could not b|e 
registered in view of the prohibition against registration 
of the “name of an individual”. The Midy case did no|t 
involve a mark formed by combining two surnames. 

In the Midy case, neither the Commissioner of Patents 
nor the Court of Customs and Patent Appeals mentioned 
the “PENN-ALLEN” case, nor was there any indication 
in the Midy decisions that the “PENN-ALLEN” case was 
considered. Furthermore, in refusing registration in the 
Midy case, it was not necessary to overrule the “PENn! 
ALLEN” case, because the Midy case, when the facts ar 
analyzed, simply reduces itself to the familiar principl 
that an unregistrable name cannot be made registrable! 
merely by combining it with a dictionary name which is) 
descriptive of the goods. 


The Bendix-Weiss Case. 

Then came the case of Ex parte Bendix Aviation Corp.,\ 
603 0. G. 546, 74 U. S. P. Q. 309, involving the question of 
whether the mark “BENDIX-WEISS”, made by combin¬ 
ing merely two surnames, could be registered. For some 
reason Assistant Commissioner Frazer ignored the 
“PENN-ALLEN” case which authorized such registra-' 
tions and seized upon a dictum in the Midy case as an ex¬ 
cuse for rejecting it, thus by implication overruling Com¬ 
missioner Moore’s decision in the “PENN-ALLEN” case. 

Although all of the cases mentioned in the foregoing 
discussion were under the 1905 Act, the Commissioner has 
cited the Midy and the Bendix-Weiss cases, and his KIM¬ 
BERLY CLARK 1905 Act decision as authority for re¬ 
jecting the present applications to register the mark KIM- 
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BERLY-CLARK under the 1946 Act. He says that the 
same principles apply because there is very little difference 
between the two Acts as to the right of Appellant to regis¬ 
ter the mark KIMBERLY CLARK or KIMBERLY- 
CLARK. 

We agree with the latter conclusion to the extent that 
if the name KIMBERLY CLARK is registrable under the 
1905 Act, then the name KIMBERLY-CLARK is regis¬ 
trable under the 1946 Act as a technical trade-mark with¬ 
out recourse to paragraph (f) of Section 2. 

The Commissioner in his zeal to prevent these registra¬ 
tions under the 1946 Act, has found a “pearl of great 
price” in Section 45 of the 1946 Act, “Constructions and 
Definitions” which contains the following definition: 
“Singular and plural —Words used in the singular include 
the plural and vice versa”. The framers of the 1946 Act 
were apparently unaware that the “singular and plural” 
difficulty in the matter of statute interpretation had been 
already taken care of by U. S. Code Title 1, Section 1. 

In the genesis and Congressional history of this 1946 
Act, we have found no evidence whatsoever that it was 
the intention of the framers of the Act to formulate any 
principle, in respect of plural and singular usage of words 
of a statute, different than is set forth in Title 1 of the 
IT. S. Code which reads as follows: 

“Section 1. In determining the meaning of any Act 
or resolution of Congress, words importing the singu¬ 
lar number may extend and be applied to several per¬ 
sons or things; words importing the plural may in¬ 
clude the singular; 

# * # ♦ • 

unless the context shows that such words were intended 
to be used in a more limited sense”. 

Fortunately, the Supreme Court in interpreting Section 
1 of Title 1 has held that the singular-plural clause of the 
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statute cannot be used to defeat the intent of the statute, 
see First National Bank v. Missouri, 263 U. S. 640, 657, 
where the Court said on page 657: 

* # Strictly, the latter provision, employing, 

as it does, the article ‘an,’ to qualify words in the 
singular number, would confine the association to one 
office or banking house. We are asked, however, to 
construe it otherwise in view of the rule that ‘words 
importing the singular number may extend and tfe 
applied to several persons or things.’ Rev. Stat.4., 
Section 1. But obviously this rule is not one to tie 
applied except where it is necessary to carry out the 
evident intent of the statute. 1 ’ (Emphasis added.) 

Similarly, it is our view that since we have pointed oijt 
under our Proposition No. 1 that it was the intention df 
Congress to allow and not to refuse registration of any 
technical mark good at common law, and since the statute 
does not specifically prohibit registration of a composite 
mark formed by combining two surnames, it was plainer 
the intention of Congress to permit the registration of sucfi 
composite marks. That intent should not be defeated bjy 
the Commissioner’s suggestion that the singular and plura(l 
paragraph in the 1946 Act is more restrictive in its effect 
than is the singular-plural provision of U. S. Code Title 
Section 1. 
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Proposition No. 7. 

The Patent Office has no right to compel the owner of a 
trade-mark to register it under paragraph (f) of Sec¬ 
tion 2 of the Act when the trade-mark is eligible for 
registration without recourse to paragraph (f). The ac¬ 
ceptance of a paragraph (f) registration would forever 
stigmatize the mark as a non-technical mark not good 
at common law. 

Defendant’s counsel, in support of his view that appel¬ 
lant ought to be satisfied with a registration under para¬ 
graph (f) of Section 2 of the 1946 Act, has cited the case 
of Davids v. Davids, 233 U. S. 461, dealing with the ten- 
year proviso of the Act of 1905. It seems to us that the 
case of Davids v. Davids relied upon by Appellee lends 
strong support to Appellant’s argument that a mark 
registered under Section 2(f) is branded as a non-technical 
mark. Appellee takes the position that Section 2(f) had 
its counterpart in the ten-year proviso of the Act of 1905, 
but, in dealing with this ten-year proviso, Mr. Justice 
Hughes, speaking for the Court, said at page 465: 

“The fourth proviso, or ten year clause, has manifest 
reference to marks which are not technical trade¬ 
marks: otherwise it would have no effect. The owner 
of a trade-mark valid at common law and used in 
commerce with foreign nations, or among the several 
states, or with Indian tribes, may obtain its registra¬ 
tion under the Act without showing the user of ten 
years required by this clause.” (Emphasis ours.) 

It will thus be apparent that any registration bearing on 
its face the stigma of the ten-year proviso of the Act of 
1905 or the stigma of Section 2(f) of the Act of 1946 is 
immediately branded as a non-technical mark. This stigma 
with which all registrations under Section 2(f) are branded 
is clearly apparent in reading the testimony at the various 
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Congressional hearings which preceded the passage of thfs 
act. For instance, on page 18 of the transcript of head¬ 
ings before the Sub-Committee of the Committee on Pat¬ 
ents, House of Representatives, Tuesday, March 15, 193^, 
Mr. Thomson, in discussing the provision which later be¬ 
came Section 2(f) said: 

“The main objection to the Act of 1905 is that there 
should be some substitute for the ten-year proviso. 
The ten-year proviso was put in the Act of 1905 to 
permit registration of nontechnical marks.” 

On page 101 of the transcript of proceedings at the sanje 
hearing, Mr. Rogers stated: 

“Everyone agrees that the ten-year proviso in the 
Act of 1905 has long outlived its usefulness and th$t 
in the last thirty years many marks have become dis¬ 
tinctive which are not technically trade-marks .” 

In the hearings before the same committee in Marc)i, 
1939, we find the following testimony of Mr. Fuldner it 
page 22 of the transcript: 

“I now refer to registration of non-technical trade¬ 
marks, Section 2(f).” 

Mr. Fuldner’s statement also appears at page 191 of the 
transcript of the hearings before the committee during 
March, 1939, under the heading “ Registration of nontech¬ 
nical trade-marks, Section 2(f).” 

It will thus be seen, that the Supreme Court has branddd 
marks registered under the ten-year proviso of the Act of 
1905 as nontechnical marks, and the witnesses before the 
Congressional committees dealing with the new Trade- 
Mark Act of 1946 have also branded marks registered ui- 
der Section 2(f) of the Act of 1946 with the stigma of 
nontechnical marks. 

We are not willing to brand the mark “KIMBERLY- 
CLARK” with this stigma of illegitimacy and thereby he 
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placed in the position of having to prove its legitimate 
ancestry whenever the mark is involved in litigation. 

When entering a club or other establishment, we much 
prefer to go in the front door. We do not like to be told 
that we must use the back door or the tradesmen’s en¬ 
trance. Having entered the club whether as a front door 
member or a back door member, if we had full privileges 
and did not have to wear a label marked “Back Door 
Member”, it would make very little difference, but if we 
had always to wear the label “Back Door Member”, and 
if we always had to enter the club by the back door, and 
if our families had to enter by the back door forever there¬ 
after, we doubt that we would ever want to belong to that 
particular club. And, that is the situation here, precisely. 

A registration under Section 2(f) plainly shows on its 
face that it is a 2(f) registration, and it is forever branded 
as such. With due deference to the Commissioner who is 
not faced with the task of enforcing these registrations 
in Court, we submit that the trade-mark owmer who has 
had to resort to the 2(f) clause to obtain a registration 
has admitted that his mark is not a good technical trade¬ 
mark, and that it depends for validity upon the secondary 
significance which it has acquired through long and ex¬ 
tensive use. We know of no decisions involving the effect 
of a 2(f) registration. In asserting such a registration 
against an infringer the owner might be required, as a 
part of his case, to show proof of long and extensive use 
in order to justify the claim of secondary significance. On 
the other hand, the plaintiff should not be faced with any 
such problem if his registration were obtained under the 
general granting clause of the Act. 


31 


Future New Goods. 

Furthermore, there is more than a possibility that Api 
pellant may decide to extend its line of products to other 
goods at some future date. Its two applications under thej 
1946 Act are under two different classifications, because 
the goods in the two applications are of different types. 
Other products will no doubt be developed by Appellant 
and for those products Appellant will undoubtedly seek 
Patent Office registration for the mark “KIMBERLY- 
CLARK.” With only a registration under Section 2(f) 
of the 1946 Act it would be faced with the same difficul¬ 
ties and problems that it has faced in the applications in¬ 
volved in these actions. Having admitted that “KIM¬ 
BERLY-CLARK” is not a good technical trade-mark, it 
would again have to proceed under Section 2(f), and to 
do so it would be required to wait until the mark “KIM¬ 
BERLY-CLARK” had been used for five years,* substan¬ 
tially exclusively, on its new goods, or prove that the mark 1 
had been so extensively used that it had acquired a sec¬ 
ondary significance as a trade-mark for those new goods, j 

The Inconsistency of the Commissioner’s Contentions. 

The Commissioner apparently does not challenge the 
correctness of Commissoner Moore’s decision in the 
“PENN-ALLEN” case, Ex parte Pennsylvania Dixie Ce¬ 
ment Corporation , 2 U. S. P. Q. 146,156 MS. Dec. 86. How¬ 
ever, he has laboriously worked out an elaborate theory 
to explain his predecessor’s action in the PENN-ALLEN 
case. Although we find nothing in the “PENN-ALLEN” 
case to support his view, he now argues that “PENN- 
ALLEN” really amounts to a contraction of the words 
“Pennsylvania” and “Allentown” and is, therefore, geo- ; 

• In the case of a registration under the ten-year proviso of the Act of 
1905, the registrant was required to wait only one year if he wished to 
obtain a registration for new goods. See Section 5. 
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graphical. It apparently does not trouble the Commis¬ 
sioner that a mark is unregistrable on two counts. Ac¬ 
cording- to the Commissioner, if a mark is unregistrable 
merely on one ground, registration is refused, but, if it is 
also unregistrable on some other ground, that additional 
bar to its registration in some mysterious manner takes 
the curse off the mark and makes it registrable. 

Apparently, also, the Commissioner used this fantastic 
theory in permitting registration of the geographical marks 
“MOUNT VERNON,” “RICH-FIELD” and “FORT- 
PITT.” 

If the Commissioner registered the ten marks included 
in plaintiff’s Exhibit 5 (Trial Transcript, page 35) under 
the theoiy that these surnames also had geographical sig¬ 
nificance, he should not have refused registration of ‘ ‘ KIM¬ 
BERLY-CLARK, ” because both “KIMBERLY” and 
“CLARK” have geographical significance. “CLARK” 
is the name of counties of the States of Arkansas, Idaho, 
Illinois, Indiana, Kansas, Kentucky, Missouri, Nevada, 
Ohio, South Dakota, Washington and Wisconsin. “KIM¬ 
BERLY” is a town in Wisconsin, and “Kimberley” is a 
well-known city in South Africa. 

Furthermore, there is in the 1946 Act no limitation upon 
the scope of the wx>rds “primarily merely.” If those 
words mean that the composite notation is registrable if 
it has some other significance, the Commissioner has no 
warrant for limiting that other significance to any particu¬ 
lar additional significance. If the notation has any other 
significance, it should be registrable, even under the Com¬ 
missioner’s broad theory, because the notation “KIM¬ 
BERLY-CLARK” primarily signifies the name of the 
plaintiff corporation itself. There is nothing in the 1946 
Act which prevents a corporation from registering a mark 
solely because it is its own name. 

The Commissioner suggests that we are asking for a 
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technical registration, not under 2(f), for the purpose of 
obtaining some advantage in connection with future litiga¬ 
tion, an advantage which we should not have and which ye 
would not have under a 2(f) registration. That is trhe 
but it is not an advantage which will damage the public 
in any way. He says that somebody else might come along 
with the name “KIMBERLY CLARK” and our registra¬ 
tion would unfairly restrict them in the use of their own 
name. If the Commissioner is so solicitous about protect¬ 
ing the public from such an eventuality, however improb¬ 
able it may be, why is he not equally solicitous in pro¬ 
tecting the public against technical registrations, not uh- 
der 2(f), such as the ten marks included in plaintiff’s 
Exhibit 5? Is it not just as likely that someone will come 
along with the name “ANDRE DALLIOUX,” “FORT 
PITT,” “MOUNT VERNON,” “KING ELLESSON,” 
“RICH-FIELD,” or “PEARLTONE”? 

In the Andre Dallioux case, it was admitted that Dal- 
lioux was a surname. Andre is a surname found in mahv 
directories. 

According to the “ANDRE DALLIOUX” decision, the 
Patent Office will freelv register anv combination of two 
surnames so long as the first name is a baptismal name. 
But the statute supplies no test as to whether or not la 
certain name is to be considered a baptismal name or a 
surname. For example “SMITH” is not only a surname 
but it is frequently used as a baptismal name. Under the 
statute, is “SMITH” a baptismal name or a surname? 
If it is a baptismal name, then there is no reason why & 
man should not be able to register a mark such as “SMITH 
BROOKIIART” or “SMITH JONES.” We are unablt 
to comprehend the logic of the Commissioner’s holding that 
the public would be damaged by the registration of th<t 
mark “KIMBERLY-CLARK” as a technical trade-mark^ 
whereas the registration as technical trade-marks of sucli 
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individual names as “HENRY SMITH” or “SMITH 
JONES” would be freely permitted by the Patent Office. 
According to the Commissioner’s view r , if the Appellant 
should sell its business to an individual, and if that indi¬ 
vidual should by court order change his name to “KIM¬ 
BERLY CLARK, ’ ’ he could obtain a technical registration. 
This shows the impracticability of the Commissioner’s 
theory in the Dallioux case. 

Furthermore, it would seem that, under the Commission¬ 
er’s theory, if the owner of the “ANDRE DALLIOUX” 
registration had inserted a hyphen between the words, the 
Commissioner would have rejected the application for reg¬ 
istration of the hyphenated mark on the ground that the 
use of the hyphen converted the baptismal name into a 
surname. The inconsistency of such a theory is shown 
by the fact that at the trial of this case, it was agreed by 
counsel for both parties that the use of the hyphen did not 
make a bit of difference so far as registrability of the marks 
involved w*as concerned. The Trial Court so found (Joint 
App. 21, paragraph 4). 

The Commissioner has further suggested that if the 
registration were granted on the principal register, with¬ 
out recourse to paragraph (f), and if someone later in 
some way acquired the name KIMBERLY-CLARK as a 
surname, the registration would prevent that person from 
using that surname KIMBERLY-CLARK on goods of the 
same general description as those for which registration 
is now requested. That is true regardless of any registra¬ 
tion because at common law the owner of the trade-mark 
KIMBERLY-CLARK would have a right to protect his 
own business and to prevent deception of the public by 
enforcing that right, which right the Commissioner appar¬ 
ently believes is so objectionable. 

The inconsistency of the Commissioner’s argument is 
shown by the Commissioner’s view, if we understand it 
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correctly, that Appellant should be satisfied with a regis¬ 
tration under paragraph (f) because it would give thfe 
Appellant the same rights as it would have under an^ 
other registration on the principal register, w T hereas ii(i 
the same breath he suggests that Appellant should nof 
have a registration without recourse to paragraph (f), be4 
cause it would give it certain rights which it would nojt 
have with a paragraph (f) registration. 


CONCLUSION. 

We submit that:— 

1. The evidence shows that the composite mark KIM* 
BERLY-CLARK serves to distinguish Appellant’s papers 
from those of other manufacturers and that it is a techni¬ 
cal trade-mark, good at common law. 

2. The composite mark KIMBERLY-CLARK qualified 
for registration under the general granting clause of Sec4 
tion 2 of the Trade-Mark Act of 1946, is not disqualified by 
any of the provisos or exceptions contained in said sec-i 
tion, and is registrable on the Principal Register of said 
act without recourse to Section 2(f) thereof. 

3. The decree of the District Court should be reversed 
and the Trial Court should be directed to award to the 
Plaintiff-Appellant the relief prayed for in the Complaint. 

Respectfully submitted, I 
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